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           1                   P R O C E E D I N G S 
 
           2                                           (11:30 a.m.) 
 
           3               MR. NYDEGGER:  I now call the public 
 
           4     session to order.  I need to excuse Gerry 
 
           5     Mossinghoff who has been required to step out to 
 
           6     the International Judicial Conference.  He is on 
 
           7     the Steering Committee for that conference and has 
 
           8     therefore asked to be excused. 
 
           9               He is there in connection with a speech 
 
          10     being given by Secretary of Commerce Gutierrez to 
 
          11     that group. 
 
          12               Andrew, are you still with us online? 
 
          13               MR. DILLON:  I am indeed. 
 
          14               MR. NYDEGGER:  Also, I should have 
 
          15     mentioned, I failed to mention earlier Dean Cayman 
 
          16     also had a conflict in schedule and has not been 
 
          17     able to be with us during this meeting and asked 
 
          18     that he likewise be excused.  He apologized for 
 
          19     that conflict. 
 
          20               We have a couple of folks here with us 
 
          21     in our public session.  Would you, gentlemen, like 
 
          22     to state who you are and who you are representing? 
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           1               MR. EBBERSON:  Counsel for the Coalition 
 
           2     of Patent Attorneys. 
 
           3               MR. NYDEGGER:  Thank you. 
 
           4               MR. SPURLOCK:  I'm Vince Spurlock with 
 
           5     ASPLA. 
 
           6               MR. NYDEGGER:  Okay.  Any others?  All 
 
           7     right.  I'd like next to move in to our first item 
 
           8     on the agenda which is the fiscal year '05 budget 
 
           9     review, specifically resources expended to improve 
 
          10     quality, electronic filing and pendancy and 
 
          11     outcomes of those expenditures. 
 
          12               I believe Karen Young is going to be 
 
          13     standing in for the Commissioner and for Peggy 
 
          14     Focarino.  So, Karen, Administrator for Patent 
 
          15     Resources, the time is yours, thanks. 
 
          16               MS. YOUNG:  I'd like to begin with the 
 
          17     first slide, begin by giving you an overview of 
 
          18     the spending for the USPTO.  This is in thousands 
 
          19     of dollars.  For FY '05 the USPTO as a whole 
 
          20     $1.508 billion was our spending. 
 
          21               You can see Appeals Board $24 million; 
 
          22     General Counsel $9 million; Director's Office, 
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           1     External Affairs, CFO about $70 million; and put 
 
           2     your attention right there at patents, $824 
 
           3     million, and that's what I'll spend the rest of my 
 
           4     time talking about, specifically patents. 
 
           5               But trademarks you can see is $87 
 
           6     million; CIO $274 million and MGE which is where 
 
           7     our rent is, is $218 million. 
 
           8               So, I will focus now on the $824 million 
 
           9     patents spent in fiscal year 2005.  It's a pie 
 
          10     chart.  What I'm going to do is walk around the 
 
          11     pie chart and go over the individual areas. 
 
          12               As they are pulling it up, I can that in 
 
          13     general, as I'm sure many of you are aware, most 
 
          14     of our spending is for compensation and the 
 
          15     associated expenditures like benefits that we have 
 
          16     for all of the patent examiners and staff that we 
 
          17     have. 
 
          18               So, actually, salaries, benefits, 
 
          19     awards, overtime, it all comes to about 70 percent 
 
          20     of what Patents spent in fiscal year 2005. 
 
          21               When the chart comes up you will see a 
 
          22     first square.  The big blue portion that you see, 
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           1     that is salaries, benefits and awards.  That's 
 
           2     roughly 68 percent.  We spent about $430 million 
 
           3     in salaries, $115 million in benefits and about 
 
           4     $16 million in awards. 
 
           5               The little blue spot is overtime that's 
 
           6     two percent and that was $16.5 million.  Later 
 
           7     this afternoon Peggy is going to talk more 
 
           8     specifically about the hiring in the different 
 
           9     areas and the quality and pendancy goals that we 
 
          10     achieved through the efforts of all of our 
 
          11     examiners. 
 
          12               I can briefly mention that we hired 978 
 
          13     utility plant reissue and design examiners.  That 
 
          14     exceeded our goal of 880.  Peggy will show you a 
 
          15     breakdown later. 
 
          16               We also made an effort to hire summer 
 
          17     interns over the year.  We spent about $500,000 on 
 
          18     that effort. 
 
          19               I mentioned overtime being two percent 
 
          20     and I said it was $16.5 million.  That's about 
 
          21     284,000 hours that examiners put on here at the 
 
          22     office in overtime.  It's still less than we 
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           1     expected, but it still was a great effort by all 
 
           2     the examiners. 
 
           3               The next segment that you see in yellow, 
 
           4     I believe, there, is OIPE formalities review and 
 
           5     other examination support.  That's $44 million. 
 
           6               As our cases come in the door they come 
 
           7     in to OIPE which is the Office of Initial Patent 
 
           8     Examination.  At that area we have contractors who 
 
           9     do a formalities review of all these cases. 
 
          10               So, the $44 million that we spent here 
 
          11     was a little more than we anticipated.  As Peggy 
 
          12     will talk later about our filings, she'll show you 
 
          13     they were slightly above what we anticipated, 
 
          14     about 1.5 percent above plan.  Those numbers are 
 
          15     still preliminary.  We won't finalize those 
 
          16     probably until the November-ish timeframe. 
 
          17               The next light blue area you see is 
 
          18     Publications.  This is where we have our printing 
 
          19     of the patents and also our pre-grant applications 
 
          20     published electronically.  That's about $72 
 
          21     million.  It's about 8.7 percent. 
 
          22               You will also hear from Peggy later that 
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           1     our patent issues were a little less than 
 
           2     anticipated.  You will also probably hear from Joe 
 
           3     during his quality talk a little bit about, you 
 
           4     know, what might have caused our patent grants to 
 
           5     be down. 
 
           6               We had planned on about 176 and we 
 
           7     issued somewhere around 152,000. 
 
           8               The next area you see is our technical 
 
           9     information area.  That accounts for about 2.4 
 
          10     percent of our budget.  It is close to $20 
 
          11     million.  Our commercial databases are in this 
 
          12     area, what the patent examiners use to search 
 
          13     from.  Also are electronic information centers 
 
          14     where the patent examiners go for help in 
 
          15     searching and they provide us a lot of assistance. 
 
          16               NPO is Non-Patent Literature. 
 
          17     Non-Patent Literature was close to $4 million. 
 
          18     EIC's were about $2.3 million and commercial 
 
          19     databases were about $13.5 million.  So, again, 
 
          20     this areas was about 2.4 percent of our budget. 
 
          21               The next looks like it's kind of an 
 
          22     orange color up there is talking about our 
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           1     equipment.  You will be getting a presentation 
 
           2     this afternoon about the Patents Hoteling Program. 
 
           3     This is a great effort that we have started and we 
 
           4     hope to expand on in '06. 
 
           5               We have spent almost $8 million on our 
 
           6     Patent Hoteling efforts. 
 
           7               We also have a dual monitor pilot that 
 
           8     you might be hearing more about later.  We're 
 
           9     trying out dual monitors with examiners.  It's 
 
          10     also where we capture the cost of our replacement 
 
          11     PC's plus our PC's for our new hires. 
 
          12               It's about $22.4 million or 2.7 percent 
 
          13     of our budget. 
 
          14               The next category in like a royal blue 
 
          15     color is where we capture our contract support, 
 
          16     our SPE support.  We are trying to make an effort 
 
          17     to take duties away from SPE to give them more 
 
          18     time to help train and mentor our examiners. 
 
          19               So, if there's administrative type of 
 
          20     work we can pass off to office managers, we are 
 
          21     doing that type of thing.  That's about $7 million 
 
          22     towards that effort. 
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           1               Travel, $419,000 is about what we spent 
 
           2     in travel this year. 
 
           3               Our ITRP's, they are our Information 
 
           4     Technology Resource Providers, they are people in 
 
           5     our Electronic Information Centers and in each TC 
 
           6     to assist the examiners with IT.  They help us 
 
           7     train our new examiners, et cetera.  That's about 
 
           8     a $2 million contract. 
 
           9               Translations, of course, if a patent 
 
          10     examiner finds a reference that they feel is 
 
          11     pertinent but it's in a foreign language they can 
 
          12     submit it to our STC and have it translated. 
 
          13     That's about $2.7 million there. 
 
          14               We also put money towards a 
 
          15     pre-employment testing tool with OPM that we 
 
          16     started work on and hope to roll out in '06.  That 
 
          17     was about $200,000. 
 
          18               We are continuing to pay for law school, 
 
          19     so hopefully that is something that will 
 
          20     incentivize people to take law courses and 
 
          21     hopefully it might help us in our recruiting 
 
          22     efforts also.  We reimburse them.  So far we have 
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           1     reimbursed about $1.6 million. 
 
           2               I believe many of you are aware of our 
 
           3     examiner education program.  If you aren't, I hope 
 
           4     you will learn about it because we would like to 
 
           5     continue sending out our examiners to places 
 
           6     throughout the country to see the technology that 
 
           7     they work on first hand, talk to people.  We will 
 
           8     continue that into '06. In '07 we spent about 
 
           9     $177,000 on that effort. 
 
          10               The next box which is like a light blue 
 
          11     color is our indexing and scanning.  This is 
 
          12     getting all of the paper files into our image file 
 
          13     wrapper system.  So, it's the scanning and the 
 
          14     indexing of all those incoming documents.  We 
 
          15     spent about $52 million on that.  It's about 6.3 
 
          16     percent of our spending. 
 
          17               As we move to a more electronic 
 
          18     environment in the outyears this, of course, would 
 
          19     change. 
 
          20               The last sliver of a line there is our 
 
          21     outsourcing efforts.  There was an announcement in 
 
          22     September, a public announcement, the USPTO 
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           1     awarded contracts to Landon IP, Inc. and IP Data 
 
           2     Miner, Inc., to participate in a patent 
 
           3     cooperation treaty search pilot program. 
 
           4               We so far to date spent about a half a 
 
           5     million dollars in our efforts to pilot this 
 
           6     searching of PCT's. 
 
           7               That walks you around the entire circle 
 
           8     there.  Are there any questions about this? 
 
           9               MR. NYDEGGER:  Karen, I guess maybe some 
 
          10     of this will come in to the later parts of the 
 
          11     agenda, but I think one of the things that PPAC is 
 
          12     interested in and presumably the public as well, 
 
          13     has to do with maybe a closer look under the 
 
          14     budget with respect to specifically the kinds of 
 
          15     resources that were expended, for example, to 
 
          16     either reduce pendancy or improve quality and 
 
          17     whether those expenditures were effective. 
 
          18               In other words, on a performance-based 
 
          19     review, what did we get for what we spent in terms 
 
          20     of trying to improve quality, pendancy and 
 
          21     electronic filing? 
 
          22               MS. YOUNG:  I think you'll hear both 
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           1     from Peggy and Joe, more on that this afternoon. 
 
           2     Of course, you know examiners' times is all in the 
 
           3     salary section of that big circle up there. 
 
           4     There's roughly 27,000 hours that are expended in 
 
           5     the second half of the year on our enhanced 
 
           6     quality program that you will hear about this 
 
           7     afternoon or later, whatever time it is. 
 
           8               MR. NYDEGGER:  And that's the kind of 
 
           9     thing that I'd like to kind of get at at some 
 
          10     point in terms of, you know, what did those 27,000 
 
          11     hours cost us and what were the outcomes of those 
 
          12     27,000 hours? 
 
          13               MS. YOUNG:  Yes, and that leads exactly 
 
          14     into the conversation later. 
 
          15               MR. NYDEGGER:  Okay.  Fair enough.  I'll 
 
          16     defer for the time being then any further question 
 
          17     in those respects, but those are areas that I 
 
          18     think are very important for us to address. 
 
          19               Ron Stern, do you have a question? 
 
          20               MR. STERN:  I do have one question. 
 
          21     What was the total number of examining hours in 
 
          22     '05? 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       14 
 
           1               MS. YOUNG:  I did not bring that with 
 
           2     me, but I'll be happy to check it during the break 
 
           3     and tell you afterwards. 
 
           4               MR. STERN:  Would you say that $7 
 
           5     million is about a reasonable number? 
 
           6               MS. YOUNG:  I didn't bring it with me, 
 
           7     but I will bring it back.  I'll let you know after 
 
           8     lunch. 
 
           9               MR. NYDEGGER:  What's your point, Ron? 
 
          10               MR. STERN:  Just to put in perspective 
 
          11     what 27,000 hours means.  You know, is this one 
 
          12     percent, a tenth of one percent? 
 
          13               MS. YOUNG:  I'll bring it so you will 
 
          14     have it for discussion this afternoon. 
 
          15               MR. NYDEGGER:  Andrea Ryan has a 
 
          16     question. 
 
          17               MS. RYAN:  Karen, will we be hearing 
 
          18     anything more about the pilot on the searching? 
 
          19               MS. YOUNG:  It's not on the agenda today 
 
          20     that I'm aware of. 
 
          21               MS. RYAN:  Is it because it's such a 
 
          22     small amount that was put into it or is it because 
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           1     it's too early? 
 
           2               MR. YOUNG:  Joe, would you like to talk? 
 
           3               MR. ROLLA:  Actually in the quality 
 
           4     section I have a little bit of a discussion about 
 
           5     the PCT outsourcing, both that and with foreign 
 
           6     offices and also some of the activities we are 
 
           7     undertaking to support that. 
 
           8               MR. NYDEGGER:  Are there other 
 
           9     questions? 
 
          10               MS. YOUNG:  Thank you. 
 
          11               MR. NYDEGGER:  That kind of catches us 
 
          12     back up on the agenda.  At this point we're going 
 
          13     to take a break for lunch and then we will come 
 
          14     back at about 1:00.  Beginning at 1:00 we will 
 
          15     move back into the agenda. 
 
          16               We will then talk more specifically 
 
          17     about some of the fiscal year '05 budget 
 
          18     expenditures, more specifically what kinds of 
 
          19     performance-based outcomes we saw from the fiscal 
 
          20     year '05 budget and particularly in the quality 
 
          21     and the e-government initiatives. 
 
          22               All right.  If there are no other 
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           1     questions, let's go ahead and we'll break for 
 
           2     lunch and then come back at 1 o'clock. 
 
           3                    (Whereupon, at 11:58 a.m., a 
 
           4                    luncheon recess was taken.) 
 
           5 
 
           6 
 
           7 
 
           8 
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           1             A F T E R N O O N   S E S S I O N 
 
           2                                           (12:58 p.m.) 
 
           3               MR. NYDEGGER:  Stepping back into the 
 
           4     agenda, we are going to move now to the fiscal 
 
           5     year '05 PTO Operations.  Peggy Focarino, our 
 
           6     Deputy Commissioner for Patent Operations, will 
 
           7     walk us through highlights of the operations for 
 
           8     last year. 
 
           9               MS. FOCARINO:  Thanks, Rick.  I wanted 
 
          10     to begin by showing you some of the details that 
 
          11     Karen talked about this morning. 
 
          12               The first slide gives you a look at our 
 
          13     filings and how they have increased.  Over the 
 
          14     past decade you can see that we had preliminarily 
 
          15     about 381,000 filings this past fiscal year which, 
 
          16     as you heard Karen say this morning, was about one 
 
          17     and a half percent over our plan.  So it was quite 
 
          18     an increase over the last decade. 
 
          19               As far as production, Karen also 
 
          20     mentioned that we experienced a drop in 
 
          21     production.  We had 297,287 first actions on the 
 
          22     merits, 279,000 disposals and 288,000 production 
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           1     units. 
 
           2               You can see what our target was there in 
 
           3     the middle column for FY '05 for production units. 
 
           4     It was 296,000.  So, we came in below goal, some 
 
           5     of that perhaps attributable to quality 
 
           6     initiatives that we put in place in the second 
 
           7     half of the year. 
 
           8               You can also see how many PCT production 
 
           9     units we produced which translates, the 
 
          10     15,000-some odd translates to about 35,000 
 
          11     processed PCT applications. 
 
          12               Next slide, just taking a look 
 
          13     graphically, ITC, you can see the corps achieved 
 
          14     around 95 percent of its production goal for 
 
          15     fiscal year '05.  And you can see that 2900 is the 
 
          16     only TC, which is the design technology center. 
 
          17     It actually exceeded its goal.  And 2100 came in 
 
          18     about 99.6 percent. 
 
          19               MS. RYAN:  What is 2100? 
 
          20               MS. FOCARINO:  2100 is computers, 
 
          21     hardware, software, cryptography. 
 
          22               MS. RYAN:  What is 3600? 
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           1               MS. FOCARINO:  3600 is a mechanical tech 
 
           2     center.  It has a lot of the transportation art, 
 
           3     business methods. 
 
           4               Okay.  Then taking a look at PCT 
 
           5     applications filed, it experienced a slight growth 
 
           6     from '04, 46,926 were filed in '05.  Demands were 
 
           7     down because of the change in PCT practice.  We 
 
           8     have been seeing that all year. 
 
           9               And 371 filings increased slightly to 
 
          10     39,385.  So that's filings. 
 
          11               If you look at production in the PCT 
 
          12     area we had 22,795 search reports done and 12,500 
 
          13     in 94 IPRS that we did.  So we're really hoping 
 
          14     with our outsourcing efforts to reduce that number 
 
          15     and focus our examiners more on examining U.S. 
 
          16     cases. 
 
          17               We talked a little bit this morning 
 
          18     about pendancy.  Again, I give you a look by 
 
          19     technology center.  You can see that if you go all 
 
          20     the way down the second line from the bottom, you 
 
          21     can see what we achieve compared to our target. 
 
          22               We actually met our overall first action 
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           1     pendancy goal and our average total pendancy goal. 
 
           2     You can see some of the high numbers there 
 
           3     obviously are in the computer architecture area, 
 
           4     communications area.  Biotech is creeping up quite 
 
           5     a bit if you look at that first line. 
 
           6               3600, as we said, has the electronic 
 
           7     commerce.  That's the business method area. 
 
           8               Then, just to graphically show you the 
 
           9     same data, you know, you can get a look by 
 
          10     technology center, obviously.  The heavy 
 
          11     electrical areas, 212600, by far have the highest 
 
          12     pendancy.  It's first action as well as overall 
 
          13     pendancy. 
 
          14               Then just to give you a look at some of 
 
          15     the areas where we have some really high pendancy 
 
          16     as contrasted to some areas with low pendancy, if 
 
          17     you look in the first column on the left you can 
 
          18     see that one of the art units, 3628 in the 
 
          19     business methods area, has 48.4 months pendancy. 
 
          20               You know, you get as low as eight months 
 
          21     in technology like electrical connectors on the 
 
          22     far right in technology center 2800. 
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           1               So this pretty much shows you, you know, 
 
           2     the highest of the high areas and the lowest of 
 
           3     the low areas. 
 
           4               Then if we talk about inventory, and 
 
           5     I've showed you this slide before just to show you 
 
           6     what would happen if someone filed an application 
 
           7     today and we did nothing to change the process; we 
 
           8     did no hiring, basically everything stayed the 
 
           9     same in terms of our resources and the process 
 
          10     didn't change. 
 
          11               If you were an applicant filing in the 
 
          12     business methods area, you would be looking at 
 
          13     anywhere from 27 months to 106 months pendancy to 
 
          14     first action. 
 
          15               If you filed in an area in the 
 
          16     combustion technology you'd be looking at a 
 
          17     pendancy of as low as eight months.  We've been 
 
          18     using this type of data to really target our 
 
          19     hiring, too, and will continue to do that so we 
 
          20     can try to make some gains in the inventory 
 
          21     problem. 
 
          22               If you want to know how many 
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           1     applications are in each technology center, you 
 
           2     can see that we have steadily increased.  I think 
 
           3     Joe mentioned this morning how many cases we would 
 
           4     be adding.  If you look down at the far right, the 
 
           5     second box there from the right, overall pending 
 
           6     applications as of September 30th is pushing 
 
           7     1,932,300. 
 
           8               So, we've increased the number by over 
 
           9     100,000 from that same time in '04.  We hired 978 
 
          10     examiners and the design area is growing also, so 
 
          11     we have been hiring in that area.  We really 
 
          12     hadn't done that for a while because we hadn't had 
 
          13     the growth. 
 
          14               We talked a little bit about quality. 
 
          15     Joe will give you a little more detail on some of 
 
          16     the initiatives that we had in place.  But we had 
 
          17     basically two looks at our quality.  One was the 
 
          18     in-process look which is the first line there, the 
 
          19     compliance rate. 
 
          20               We had a target this year of 84 percent 
 
          21     compared to 82 percent last year.  You can see 
 
          22     that we exceeded our target for '05.  We actually 
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           1     reached 86.2 percent compliance. 
 
           2               For the allowance rate, in '04 we 
 
           3     finished up at 5.32 percent error rate.  In '05 
 
           4     you can see that we finished up at 4.55 percent 
 
           5     for the year.  Our target was 4.0 percent, so we 
 
           6     did not make the target, but we did for the second 
 
           7     half make the target. 
 
           8               Joe will talk to you a little bit about 
 
           9     what type of resources we put into that effort. 
 
          10     You can see by technology center also the 
 
          11     differences in the error rates.  Most technology 
 
          12     centers map their compliance rate. 
 
          13               You can see 1700 came out high on the 
 
          14     error rate for allowances, as did the mechanical 
 
          15     technology center, 3700.  Actually, 3600 made a 
 
          16     big gain from last year.  They had some 
 
          17     initiatives in place early on in the year which I 
 
          18     think really served them well, really helped 
 
          19     reduce their error rate. 
 
          20               Just graphically to show you the same 
 
          21     data with a target of 4.0 percent for the core, 
 
          22     you can see that the heavy electrical areas with 
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           1     the highest growth and the most hiring actually 
 
           2     came in under their error rate. 
 
           3               And 2900 again is the design area.  They 
 
           4     have an extremely low error rate. 
 
           5               I think this slide shows you what Karen 
 
           6     mentioned this morning about the patents we 
 
           7     issued.  You can see on the far right, the last 
 
           8     bar, we actually issued about 152,000 patents this 
 
           9     year.  Our plan was to issue 176,000. 
 
          10               So, you can see that we fell short, 
 
          11     again, partially due to the quality initiatives 
 
          12     that we implemented.  We actually came in lower 
 
          13     than what we ended up last year, too.  Last year 
 
          14     we issued 170,000 patents. 
 
          15               This year in '05 we finally completed 
 
          16     our transition to IFW.  It was sort of a lengthy 
 
          17     transition.  We have had a quality review of our 
 
          18     tech support work now for a couple of years. 
 
          19     We've really noticed a steady improvement in their 
 
          20     quality. 
 
          21               We have an independent look at their 
 
          22     quality very similar to what we do for the patent 
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           1     examiners.  We have seen a steady improvement from 
 
           2     last year where we came out about five percent of 
 
           3     their work that we sampled contained errors. 
 
           4               This year it was down to about 3.2 
 
           5     percent.  So, that's been really a positive trend 
 
           6     for us.  Then also we have had some backlogs in 
 
           7     the areas like 2100 and 2600 with the tech 
 
           8     support.  Because things were in IFW we can 
 
           9     readily transfer work among the tech support staff 
 
          10     to try to balance the work load. 
 
          11               So, going to IFW has kind of enabled us 
 
          12     to transcend tech center lines and share work more 
 
          13     readily and more efficiently. 
 
          14               This gives you a look at what we call 
 
          15     rework, continuations, RCE's, CPA's, and you can 
 
          16     see that from '02 up through '05 each tech center 
 
          17     has experienced a growth in the amount of rework 
 
          18     that they have to look at.  So, that's a pretty 
 
          19     kind of telling slide, too, that we experience a 
 
          20     larger and larger percentage of work the examiner 
 
          21     picks up as rework, particularly in the biotech 
 
          22     area. 
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           1               If you look at 1600, the first line 
 
           2     there, you can see that in fiscal year '05 42.4 
 
           3     percent of the applications that an examiner had 
 
           4     were actually applications that they had seen 
 
           5     before in some form or another. 
 
           6               Then just graphically again, 
 
           7     continuations continue to rise.  You can see the 
 
           8     trend from 25 years ago in fiscal year '80 all the 
 
           9     way to your left.  So, we've experienced quite an 
 
          10     increase in the number of continuations that we 
 
          11     are seeing, our examiners are seeing and having to 
 
          12     examine. 
 
          13               You heard this morning about the number 
 
          14     of hires that we hired this year as well as the 
 
          15     planned hiring for the outyears.  Just to break it 
 
          16     down by tech center, you can see how many hires we 
 
          17     had in each tech center.  The goal was 860 
 
          18     examiners.  We actually ended up hiring 978.  That 
 
          19     includes design examiners also. 
 
          20               But I thought it would be interesting to 
 
          21     show at the bottom those new hires and what 
 
          22     percentage they represent of the staff in the TC 
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           1     and you can see that, you know, in some areas if 
 
           2     you take a look in particular at 2100, we grew the 
 
           3     staff by 40 percent, which is a huge management 
 
           4     challenge as well as training.  That will 
 
           5     continue.  It's an interesting way to look at an 
 
           6     organization. 
 
           7               In the core overall we basically 
 
           8     increased by 26 percent.  Very risky strategy and 
 
           9     we are going to try some new things to try to 
 
          10     assimilate the people and train them and get them 
 
          11     up to speed, hopefully a little quicker than we 
 
          12     have been able to do in the past. 
 
          13               The accelerated examination, you know, 
 
          14     John is not here, but this is something that is 
 
          15     near and dear to his heart.  He'd like to revise 
 
          16     the current practice so that if you file a 
 
          17     petition for accelerated examination you can 
 
          18     actually move to the head of the line in that we 
 
          19     would make a commitment to you that if you did so 
 
          20     and met all the criteria, that we would actually 
 
          21     give you a final disposition of the application 
 
          22     within a one-year period. 
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           1               You would have to e-file this 
 
           2     application and all the follow-on papers.  It 
 
           3     would have to be directed to a single invention. 
 
           4     You would have to limit the number of claims, give 
 
           5     a patentability report.  We probably would 
 
           6     encourage an interview before first action. 
 
           7               We would contemplate shortening the 
 
           8     statutory period to two months, which would be 
 
           9     non-extendable, except for good and sufficient 
 
          10     reasons, and we would enforce the special status 
 
          11     throughout the core.  So, we would make a 
 
          12     commitment that that 12 months to final 
 
          13     disposition would actually be realized. 
 
          14               We have a current version of this in 
 
          15     Section 708-028 of our MPEP.  There is currently a 
 
          16     petition and a fee and you also have to have a 
 
          17     single invention or elect without traverse.  You 
 
          18     have to provide us with a pre-exam search listing 
 
          19     of your field of search, copies of the reference, 
 
          20     and you have to distinguish the claims over the 
 
          21     references that you submit. 
 
          22               We've made a real push this year, 
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           1     especially in the second half of the year to act 
 
           2     on all of our pending petitions to make special. 
 
           3     So this shows you how many petitions were filed in 
 
           4     each of the last three years.  So, we've also seen 
 
           5     a steady increase in those. 
 
           6               The number of undecided are the first 
 
           7     line up there.  You can see the number granted is 
 
           8     207 and the last line 1224 is the number of still 
 
           9     undecided and decided, so it's a total number. 
 
          10     This is under the accelerated examination 
 
          11     category. 
 
          12               So, we have experienced an increase in 
 
          13     them, but what we found early on in the year was 
 
          14     that even though we had several of these pending 
 
          15     we weren't necessarily in some areas picking them 
 
          16     up and moving them to the head of the line. 
 
          17               So, we really made an effort to attack 
 
          18     that backlog that we had and give the case the 
 
          19     special status that it deserved. 
 
          20               Just to give you a look at the filings, 
 
          21     how many were denied versus dismissed, granted, 
 
          22     and pending, again, to arrive at that in '05 the 
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           1     1,224 number.  So, it's not a huge number, but 
 
           2     more people are taking advantage of it.  We have 
 
           3     been trying to have some consistency in the TC's 
 
           4     as to how the petitions are decided. 
 
           5               You know, if you have to be pretty 
 
           6     specific when you're talking about how your claims 
 
           7     distinguish over the references you submitted as 
 
           8     opposed to just making the general statement. 
 
           9               We noticed we had some inconsistencies 
 
          10     in that area and we've made a real effort to train 
 
          11     our special program examiners and make sure that 
 
          12     they are applying the same standards when they are 
 
          13     deciding if the criteria is met. 
 
          14               Then just the processing times.  It's, 
 
          15     you know, steadily gone down.  You will see on the 
 
          16     next slide, this is probably -- yes? 
 
          17               MR. NYDEGGER:  There is a part that 
 
          18     strikes me at this point, Peggy, which is this: 
 
          19     Has the office done any sort of a study on the 
 
          20     roughly 1224 petitions to make special, each of 
 
          21     which have required some submission of priority 
 
          22     and some statement as to the relevancy of that in 
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           1     relation to the claims? 
 
           2               Does the office know in those cases 
 
           3     whether the art that was submitted was the best 
 
           4     art?  Did the examiners go out and find better art 
 
           5     when they did the search? 
 
           6               MS. FOCARINO:  We don't know that.  I 
 
           7     think we are taking a look.  We don't know that 
 
           8     right now, but I believe that we are taking a look 
 
           9     at that type of information. 
 
          10               MR. NYDEGGER:  I think that's an 
 
          11     important question.  That's something that I think 
 
          12     PPAC would really like to hear back from the 
 
          13     office on, perhaps in our next meeting in April. 
 
          14               The reason that I raised that question 
 
          15     with you is this:  If in fact in  most of these 
 
          16     cases the office is having to go out and do a 
 
          17     search anyway to find the best art, then one 
 
          18     wonders about the usefulness of requiring, you 
 
          19     know, a detailed discussion or statement of, you 
 
          20     know, why you claim your patent? 
 
          21               Why not just submit the most relevant 
 
          22     art, let the office make its own assessment and 
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           1     then if necessary, do a search?  Because I think 
 
           2     part of the problem is you have such a low number 
 
           3     that it's almost statistically insignificant and 
 
           4     particularly if you're going to try to encourage 
 
           5     accelerated examination. 
 
           6               Once again I came back to the idea that 
 
           7     to do that I think you'd have to lower the 
 
           8     barriers that exist in relation to the potential 
 
           9     problem of inequitable conduct. 
 
          10               If you lower that barrier by not 
 
          11     requiring applicants to go through and make those 
 
          12     kinds of statements on the record that can, you 
 
          13     know, really harm their clients and hurt them down 
 
          14     the road in terms of enforcement procedurings, 
 
          15     then it seems to me that the office could in fact 
 
          16     encourage a much higher number of electronic 
 
          17     filings and these kinds of accelerated 
 
          18     applications. 
 
          19               MR. ROLLA:  Rick, if I can add one 
 
          20     thing, there's a little bit of a mix of result in 
 
          21     the comment.  That is, if you're asking did the 
 
          22     examiner go out and find better art, well, that's 
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           1     an issue first how you present and record the 
 
           2     search you send into us. 
 
           3               We're also looking to modify the 
 
           4     requirements for accelerating examination, that 
 
           5     you record the search in a way that we can tell 
 
           6     what you looked at and how you looked at it 
 
           7     because today if you just present a broad, you 
 
           8     know, classified search, I don't know whether you 
 
           9     have done it by tech search.  I don't know if you 
 
          10     looked at the foreign.  I don't know what you 
 
          11     looked at in NPL. 
 
          12               So, what does the examiner have to 
 
          13     search?  That's highly relevant to what did the 
 
          14     examiner look at and the applicant look at and how 
 
          15     did they look at it. 
 
          16               MR. NYDEGGER:  All I'm really getting at 
 
          17     with this comment, Joe, is the fact that in order 
 
          18     to motivate applicants to use an accelerated 
 
          19     examination procedure, which seems to me to be 
 
          20     something of high importance to the office, 
 
          21     obviously the office would like to encourage that 
 
          22     for a lot of reasons:  Increased use of electronic 
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           1     filing and processing, not to mention reduction of 
 
           2     backlog. 
 
           3               It just seems to me that rather than 
 
           4     making the applicant step through all these hoops 
 
           5     and create these barriers that come into play by 
 
           6     virtue of the inequitable conduct doctrine, one 
 
           7     can do it by simply saying just give us the art. 
 
           8     Give us the art that you found and that you have a 
 
           9     record.  We'll evaluate it and then move on from 
 
          10     there.  We'll do it on an expedited basis. 
 
          11               MR. ROLLA:  Just the point being, I 
 
          12     don't think it's just a matter of give us the art. 
 
          13     What we are trying to do is get the applicant to 
 
          14     do a full and complete search so we do have the 
 
          15     best art. 
 
          16               The point you raised about well how 
 
          17     often do we find better art, I think that's 
 
          18     relevant to how thorough everyone conducted the 
 
          19     search in the area.  But until you start with 
 
          20     field of search and resources review, you don't 
 
          21     even begin the process. 
 
          22               The second point being this isn't just 
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           1     by itself to promote electronic filing.  If you 
 
           2     recall the statement was we want to be able to 
 
           3     complete examination within 12 months.  That takes 
 
           4     a shared responsibility for getting the job done, 
 
           5     at least from our view.  We think that's 
 
           6     important. 
 
           7               MS. FOCARINO:  I was reminded that the 
 
           8     director that's really has overseen the push to 
 
           9     get these petitions acted on, you can see from '03 
 
          10     to '05 we have had a substantial reduction in the 
 
          11     amount of time we have had these pending. 
 
          12               There's about 30 percent of the cases 
 
          13     where the examiner could actually use the art that 
 
          14     was submitted along with the petition.  So, we've 
 
          15     made a big push, not a large number, but if we 
 
          16     want to do some changes to this and make it so 
 
          17     that people will use it so they can move to the 
 
          18     front of the line, you know, we need to clean up 
 
          19     the pending ones that we have. 
 
          20               This slide just shows you, just by sheer 
 
          21     volume, how the petitions have actually increased 
 
          22     in the last few years and we have been steadily 
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           1     decreasing the time that it's taken to act on the 
 
           2     cases. 
 
           3               So, it was an area that we were not as 
 
           4     attentive to as we could have been. 
 
           5               MR. STERN:  Peggy, I don't think I heard 
 
           6     correctly what you just said.  In 30 percent of 
 
           7     the cases the art was usable by the examiner and 
 
           8     presumably in the other 70 percent the examiner 
 
           9     found better art? 
 
          10               MR. ROLLA:  The answer, Ron, that would 
 
          11     not say they found better art.  They may have 
 
          12     turned around and allowed some of the cases.  They 
 
          13     may have used art that they were aware of along 
 
          14     with art that the applicants cited. 
 
          15               I'm not sure what the context of 
 
          16     "usable" by the examiner was in the statement.  I 
 
          17     don't think you can jump to conclusions saying 70 
 
          18     percent of the time the examiner used their own 
 
          19     art. 
 
          20               MR. STERN:  That's why I'm asking the 
 
          21     question; what that statistic meant. 
 
          22               MR. ROLLA:  I don't know the context of 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       37 
 
           1     that. 
 
           2               MR. STERN:  That has huge implications 
 
           3     for the question of outsourcing a search if in 
 
           4     fact the agency decides that in only 30 percent of 
 
           5     the cases when an applicant does the search that 
 
           6     it is an adequate search. 
 
           7               That would say great volumes about the 
 
           8     value of asking applicants in all cases to submit 
 
           9     a search and say that that becomes a basis for 
 
          10     taking time away from examiners so as to rely 
 
          11     entirely upon the applicant's search. 
 
          12               MR. ROLLA:  Ron, I think it goes to the 
 
          13     point of first, knowing what the person looked at, 
 
          14     how they looked at it; and second, I think we 
 
          15     would always look for some way for an examiner to 
 
          16     either confirm or evaluate the thoroughness of the 
 
          17     search that was done. 
 
          18               The question is how to do that still in 
 
          19     a way and gain efficiency.  We believe that can be 
 
          20     done. 
 
          21               MS. FOCARINO:  Just one more piece of 
 
          22     data that you asked about this morning, Ron. 
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           1     Examining hours, including overtime examining 
 
           2     hours, were a little over six million, 6,145,000. 
 
           3               The 27,000 hours that were mentioned 
 
           4     this morning as being the total number of hours 
 
           5     that were devoted to a particular quality 
 
           6     initiative which Joe is going to talk about, that 
 
           7     certainly is not the total number of hours that we 
 
           8     devoted to doing reviews and other types of 
 
           9     initiatives. 
 
          10               It was just trying to capture the number 
 
          11     of hours spent after May 13 when we started doing 
 
          12     allowance reviews, recognizing that some 
 
          13     supervisors perhaps did not code all the time they 
 
          14     spent on it.  So, it's a rough number, but from 
 
          15     May 13 to the end of the year, if you extrapolated 
 
          16     that over a year you are looking at about 17 
 
          17     FTE's, just on that extra initiative, the extra 
 
          18     look; not to say that a lot of other quality 
 
          19     initiatives weren't going on all year, which would 
 
          20     have amounted to several thousand hours. 
 
          21               MR. STERN:  I appreciate the data. 
 
          22     Thank you. 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       39 
 
           1               MR. GRANT:  I just have one thought, 
 
           2     Joe.  I'm not sure whether this is data the Patent 
 
           3     Office itself might be able to get into.  But it 
 
           4     seems like we have sort of concerns that are being 
 
           5     raised about applicants making statements about 
 
           6     references and distinguishing reference from 
 
           7     claims. 
 
           8               We talked this morning about that 
 
           9     concept potentially being applied more broadly in 
 
          10     the case of having more than 25 references being 
 
          11     cited.  It would seem to me that here you have a 
 
          12     case study where you can try to figure out whether 
 
          13     these accelerated examinations which cause the 
 
          14     applicants to distinguish references from claims 
 
          15     actually lead to any statistically significant 
 
          16     difference in the amount of inequitable conduct 
 
          17     claims that are being brought. 
 
          18               It makes sense sort of intuitively that 
 
          19     there's a concern about it, but it may actually 
 
          20     turn out to be the case in those few patents that 
 
          21     are litigated that it doesn't make a difference at 
 
          22     all or the difference is statistically 
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           1     insignificant.  That may be an indication that the 
 
           2     risk about doing that may be less than people 
 
           3     perceive it to be. 
 
           4               MR. GULBRANDSON:  That's why the patent 
 
           5     is particularly valuable. 
 
           6               MR. GRANT:  Right. 
 
           7               MR. ROLLA:  Also, I'd ask others to 
 
           8     comment.  I think that that's a years down the 
 
           9     road trailing indicator, if we actually find out 
 
          10     what in fact happened to those assertions that 
 
          11     were made. 
 
          12               MR. GRANT:  It sounds like a Law Review 
 
          13     article. 
 
          14               MR. NYDEGGER:  Are there any other 
 
          15     questions of Peggy?  If not, then let's go ahead 
 
          16     and Joe, move back into the discussion of patent 
 
          17     quality and update on the status of quality 
 
          18     initiatives and the outcomes of some of those. 
 
          19               We first rated this in the context of 
 
          20     the fiscal year '05 budget discussion.  I don't 
 
          21     know if there is information that has been tracked 
 
          22     about the amount of expenditures tied to some of 
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           1     these initiatives. 
 
           2               It would be interesting to know what 
 
           3     they are and how they are related to the budget. 
 
           4               MR. ROLLA:  Actually, what we will have 
 
           5     to do, Rick, a lot of it is tracked in terms of 
 
           6     hours and then that would need to be correlated 
 
           7     back to the employees that are performing the 
 
           8     work. 
 
           9               Also, in some instances, as Peggy 
 
          10     mentioned, that's not the only input.  There could 
 
          11     be additional costs.  So, what I'm going to try to 
 
          12     do is talk about programs, what was done, what was 
 
          13     spent as far as resources in the detail that I 
 
          14     can, and then most importantly the outcomes that 
 
          15     we achieve for those. 
 
          16               The first of what I'd like to do is to 
 
          17     begin with the pre-appeal brief conferences, which 
 
          18     is a pilot program that the office put in place on 
 
          19     July 12, 2005.  Actually, the date that's on 
 
          20     there, I had it updated today.  It keeps getting 
 
          21     updated as it comes in to me. 
 
          22               But the most recent figures to date we 
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           1     received a little over 1,000 requests for 
 
           2     pre-appeal brief conferences.  That was in a total 
 
           3     -- and this is since July 12th -- about 5600 
 
           4     notices of appeal.  So, about 20 percent, maybe a 
 
           5     little less, are requesting a pre-appeal brief 
 
           6     conference. 
 
           7               We had set in the program a deadline or 
 
           8     a time period for ourselves to turn these around 
 
           9     within 45 days of submission.  Again, I 
 
          10     unfortunately don't -- I was getting it done at 
 
          11     lunchtime and did not receive the final result -- 
 
          12     but the substantial majority of those were 
 
          13     completed within the 45 days that have been filed 
 
          14     and decided. 
 
          15               I'm sorry.  I wish I could give you a 
 
          16     percentage.  I can't right now. 
 
          17               The total of the 1,000-plus that have 
 
          18     been filed, 450 have been decided.  In those that 
 
          19     have been decided, it's 57 percent of the time the 
 
          20     office is not going forward with the appeal.  So, 
 
          21     we're ending up with 40 percent in time 
 
          22     approximately are going forward with it.  Of that, 
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           1     it's ended up we've had 26 that were defective. 
 
           2     They were either filed at the wrong time or 
 
           3     whatever. 
 
           4               There has been 216 instances where the 
 
           5     office has reopened, withdrawn or allowed the 
 
           6     application and 189 of those cases we have 
 
           7     proceeded or indicated there's at least one 
 
           8     rejection of record that we would take to appeal. 
 
           9               That mirrors a lot of the data that we 
 
          10     were looking at when we initially announced the 
 
          11     program based on 2004.  We looked at about 9,000 
 
          12     appeals, if you will remember.  In those instances 
 
          13     almost 60 percent we did not proceed to appeal, 
 
          14     even though the applicant had paid for and filed 
 
          15     the appeal brief. 
 
          16               In this instance of those 450 that were 
 
          17     decided, that is of 216 of those cases applicant 
 
          18     didn't have to submit the appeal brief nor pay the 
 
          19     associated fee with the appeal brief and ended up 
 
          20     having the rejection withdrawn. 
 
          21               I don't know, it looks like -- and this 
 
          22     is a bit of conjecture -- it started on July 12 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       44 
 
           1     and it began rather slowly, even though we put out 
 
           2     an OG notice, practitioners tend to not always 
 
           3     read that.  It's begun to pick up.  Probably the 
 
           4     number was -- 600 of these have been filed in the 
 
           5     last two months, more than half, so it is 
 
           6     increasing. 
 
           7               We support it.  We think it's a program 
 
           8     that's worth, you know, pursuing.  It's a pilot. 
 
           9     We are running at least through the end of 
 
          10     December.  I'd encourage, if you can to let 
 
          11     practitioners know, we do every time we go out. 
 
          12     It's there.  If you have a case where you feel the 
 
          13     examiner is wrong, you don't feel like you should 
 
          14     have to file the appeal brief, this is a process 
 
          15     to avoid that. 
 
          16               We clearly indicate it when we put the 
 
          17     program together.  It is not a program just to 
 
          18     avoid appeal because if you have an issue with an 
 
          19     examiner and he or she believes that they have a 
 
          20     good rejection, merely following this request 
 
          21     isn't going to do that.  You are going to actually 
 
          22     incur further expense. 
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           1               So, it needs to be tailored to where you 
 
           2     really feel that there is a rejection that 
 
           3     somebody needs a second look at this and we 
 
           4     shouldn't avoid it. 
 
           5               MR. KLEIN:  I want to comment the office 
 
           6     for implementing this program.  Our firm has 
 
           7     actually used it and we are very happy with it. 
 
           8     We think it's an excellent program. 
 
           9               My only concern is that I don't think 
 
          10     the pilot program should be terminated in 
 
          11     December.  I would like to see it extended and 
 
          12     actually made a permanent part of the office 
 
          13     procedures. 
 
          14               That's just my input, but I want to 
 
          15     comment the office for a really good initiative in 
 
          16     this case. 
 
          17               MR. ROLLA:  If I can, Howard, to build 
 
          18     on that, our intent was, when we started working 
 
          19     on a rules package and we have actually floated 
 
          20     that to PPAC to indicate some things that we were 
 
          21     thinking about. 
 
          22               However, as it's a pilot, we're learning 
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           1     about things as we go along.  One of the things we 
 
           2     want to make sure of is what actions can we take 
 
           3     to ensure timeliness?  Because you really need to 
 
           4     get that decision as soon as possible to decide 
 
           5     what you want to do with the application. 
 
           6               If we reopen or withdraw that's one 
 
           7     thing.  So, we're learning about how to do that. 
 
           8     We're finding the appeal brief conference or 
 
           9     pre-appeal brief is the same as an appeal 
 
          10     conference. 
 
          11               We give the examiner time and the 
 
          12     conferees to come in so that we've got a 
 
          13     well-reasoned decision.  We are looking to 
 
          14     continuing it unless we would find it was 
 
          15     ineffective.  We didn't think it would be and it 
 
          16     doesn't look like that's going to be the case. 
 
          17               But the question is we do want to get it 
 
          18     right, so before we put it into a rules practice 
 
          19     we want to make sure we in fact learn all the 
 
          20     anomalies and best address those. 
 
          21               Maybe that works right in to the next 
 
          22     portion.  I think there's some data that we need 
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           1     to track and take a look at long-term to see the 
 
           2     real effectiveness of this.  Certainly the number 
 
           3     that are reopened and the number that go forward, 
 
           4     that's one thing. 
 
           5               But we do want to know total number of 
 
           6     files; are we timely in getting these?  Otherwise 
 
           7     we run an extension of time expenses to you if you 
 
           8     do have to go to appeal. 
 
           9               How about the decisions that we reach at 
 
          10     the pre-appeal brief conference?  What percent are 
 
          11     appealed?  What percent are reopened?  What 
 
          12     percent are allowed?  Then finally, what 
 
          13     ultimately happens when these cases, if they 
 
          14     proceed to appeal, get to the Board of Appeals? 
 
          15     Do we see a better outcome or a higher outcome? 
 
          16     Not that it has to be exceptionally high.  It 
 
          17     could mean we just have a legitimate issue of fact 
 
          18     and we end up 50-50, splitting it down the middle. 
 
          19               But we certainly wouldn't expect to see 
 
          20     a large number reversed on appeal.  So we would 
 
          21     expect that there would be some improvement in 
 
          22     that. 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       48 
 
           1               We also think that it clearly -- and I 
 
           2     don't know how to say it -- has a trickle-down 
 
           3     effect with regard to final practice because if 
 
           4     you get to appeal and we don't have a good 
 
           5     rejection, it's because we've missed the boat and 
 
           6     didn't do the right work when it came to final 
 
           7     rejection. 
 
           8               So, hopefully, we need to build back 
 
           9     feedback from the pre-appeal brief conference in 
 
          10     the final practice, how we get work looked at, 
 
          11     what we tell examiners as far as making sure that 
 
          12     they have effective final rejections. 
 
          13               Also, in drafting the rules package we 
 
          14     initially set up the pilot so that you had to file 
 
          15     the request for the pre-appeal brief conference 
 
          16     with the notice of appeal because we really wanted 
 
          17     to make sure we could get it done within the 
 
          18     timeframe for filing a brief. 
 
          19               However, we'd like to extend the 
 
          20     flexibility, if we go to a permanent program, 
 
          21     where up until that expiration of the two months 
 
          22     for filing the appeal brief, we would go ahead and 
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           1     permit you to file it then.  You would just have 
 
           2     to absorb extensions because we recognize 
 
           3     sometimes there may be a client who you can't 
 
           4     immediately make the decision for.  You need to 
 
           5     file the notice of appeal. 
 
           6               You'd still like to have access to the 
 
           7     program.  So, can we do that?  So, we'll be 
 
           8     looking at that and how we might improve that. 
 
           9               MS. RYAN:  Joe, Howard complimented and 
 
          10     said that as a practitioner he liked it.  How is 
 
          11     the examining corps reacting to it?  Did the 
 
          12     examiners like it?  Do you have any sense of their 
 
          13     feeling? 
 
          14               MR. ROLLA:  I don't.  Peggy and John go 
 
          15     to quite a few of the technology centers and talk 
 
          16     to examiners.  I'm not sure if it's come up.  Do 
 
          17     you have any feelings on that? 
 
          18               MS. FOCARINO:  Well, as Joe said, it's 
 
          19     very similar to the appeal conference which every 
 
          20     examiner is used to having with, you know, two 
 
          21     other conferees sitting down and discussed the 
 
          22     issues. 
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           1               So, I don't think the issue is the fact 
 
           2     that we have this program in place.  I think the 
 
           3     timeliness thing and, you know, you began a new 
 
           4     initiative and with all the other initiatives we 
 
           5     face this year, I think taking all those together 
 
           6     is probably, you know, when you put a timeframe on 
 
           7     something for 45 days they have to play a little 
 
           8     bit of catch-up. 
 
           9               But I think, you know, once it's steady 
 
          10     state and they are used to it, and we don't know 
 
          11     if it was an initial rush.  Joe said it was slow 
 
          12     at first and then we started out, it was 200, then 
 
          13     300, and it was 800 a few weeks ago.  And now it's 
 
          14     over 1,000. 
 
          15               So, we're not sure what the volume would 
 
          16     be.  That's something that I have to take a close 
 
          17     look at and monitor as to what it's doing to the 
 
          18     resources.  It is a time issue again.  Joe said 
 
          19     they get all their time for sitting down and 
 
          20     discussing the case.  But perhaps it will save 
 
          21     time, you know, further down. 
 
          22               MR. ROLLA:  If I can also, you know one 
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           1     of the things that keeps time pressure a little 
 
           2     bit off of this from the ESP because he or she 
 
           3     ends up tracking everything. 
 
           4               We've actually designated a person in 
 
           5     each technology center.  We learned early on that 
 
           6     somebody had to be responsible for these.  That 
 
           7     person contacts the supervisor to make sure that 
 
           8     the pre-appeal brief conference is scheduled to be 
 
           9     completed within 45 days. 
 
          10               So, I think we are refining that.  I 
 
          11     think we'll get better at it as we go along. 
 
          12               On an issue that was raised in a PPAC 
 
          13     response when we floated the rules package we were 
 
          14     looking at there was a concern was this redundant 
 
          15     of the IPR's or second pair of eyes? 
 
          16               Speaking personally for me, I don't 
 
          17     believe it is.  In the IPR process we do not look 
 
          18     at appeal briefs, one because it's time-consuming 
 
          19     and that's an issue of we don't include those in 
 
          20     the IPR.  So, I think that avoids one redundancy. 
 
          21               The second pair of eyes is strictly 
 
          22     looked at as to allowances, not with regard to 
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           1     rejections.  This probably is our best look at how 
 
           2     are we doing with the cases we are requiring an 
 
           3     applicant to take to appeal. 
 
           4               Again, what we'd like to see is an 
 
           5     improved processing within that and a better 
 
           6     outcome. 
 
           7               So, I think it's early.  We've only got 
 
           8     about four months worth of time or three and a 
 
           9     half months that we're looking at.   We'll be back 
 
          10     to take a look in December. 
 
          11               We certainly will be back to PPAC.  If 
 
          12     we intend to go forward with a rule we'll notify 
 
          13     you, send you out the draft to get your comments 
 
          14     on that. 
 
          15               Are there any questions on the 
 
          16     pre-appeal brief conference? 
 
          17               Okay.  Moving on, we'd like to take a 
 
          18     look at re-examination proceedings.  This was 
 
          19     another area that the office took a look at and we 
 
          20     didn't like where we currently were back in 
 
          21     February when we took the first look. 
 
          22               That was we were heading to having over 
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           1     600 re- examination proceedings pending more than 
 
           2     two years without having reached final disposition 
 
           3     in terms of either an NIRC or a Notice of Appeal. 
 
           4               At that very time there were over 400, 
 
           5     but it would have grown to a number of 600-plus. 
 
           6               This is what we have achieved.  So we 
 
           7     went ahead and put a special program in place with 
 
           8     emphasis on this.  We committed to cleaning up all 
 
           9     the re-exam proceedings over two years old and 
 
          10     we've split that part between TC's that worked on 
 
          11     some of the proceedings that were still pending. 
 
          12     They had started. 
 
          13               I'm going to talk about we created a new 
 
          14     central re-exam unit who will be handling all 
 
          15     ex-parte and inner parte re-exams in the future. 
 
          16               What we achieved so far this year, the 
 
          17     most telling outcome was there were over 225 
 
          18     proceedings that had not been acted on -- two 
 
          19     years and they hadn't been acted on.  There was 
 
          20     not one at the end of this year.  They are all 
 
          21     acted on. 
 
          22               I don't have the final numbers yet, but 
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           1     there are a very small number that were not taken 
 
           2     to NIRC or appeal.  Those are pending with the 
 
           3     applicant or patentee at this time. 
 
           4               So, we have substantially cleaned that 
 
           5     up.  As far as we're concerned we've met the goal 
 
           6     that was in there and we are pleased with that. 
 
           7               The problem is, of course, as you finish 
 
           8     today, the next bi-week there are a number of 
 
           9     proceedings that continue to grow into that.  What 
 
          10     we've determined is we really need to maintain 
 
          11     this. 
 
          12               Currently, what we're doing, right 
 
          13     through August of 2006, at which time we will have 
 
          14     achieved current, steady state, less than two 
 
          15     years processing for all ex-parte re-exams. 
 
          16               The Director, Jon Dudas, had promised at 
 
          17     the end of the year in October we would set a 
 
          18     timeframe for all future ex parte re-exams and 
 
          19     inner partes and those being filed on or after 
 
          20     October 1 of this year. 
 
          21               We haven't finalized the number, but 
 
          22     we're pleased to report it looks like it's going 
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           1     to be 20 months or less.  I'm going to come back 
 
           2     and maybe talk about some of the issues that will 
 
           3     help us to get there. 
 
           4               We're hoping we might even be able to do 
 
           5     a little better than that. 
 
           6               I mentioned what we did was we 
 
           7     instituted a central re-exam unit.  That was new. 
 
           8     We started with 20 examiners, 20 senior examiners 
 
           9     from across varying technologies.  We had almost 
 
          10     80 applicants for the positions. 
 
          11               We're very pleased to report that half 
 
          12     of those who were selected have law degrees.  Half 
 
          13     of those who were selected have advanced technical 
 
          14     degrees.  We feel like we have broad spectrum 
 
          15     support of most of the technologies in the office. 
 
          16               We have covered for biotech.  We have 
 
          17     computer arts, from telcom, manufacturing, 
 
          18     business methods, each one.  Wherever we feel that 
 
          19     there's an insufficient coverage in technology 
 
          20     Peggy has been kind enough to work with us and we 
 
          21     have created a bank of time with the TC's to go 
 
          22     back and take senior examiners from the area and 
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           1     bring them into the process. 
 
           2               Where we have unique legal issues that 
 
           3     may exist in the re-exam proceeding, we're not 
 
           4     going to wait to get to appeal.  We go to John 
 
           5     Whealan in the Solicitor's Office and we involve 
 
           6     them early into the process. 
 
           7               So, we think that hopefully we're 
 
           8     getting better decisions, better records.  That 
 
           9     was one of the goals that we set. 
 
          10               Looking at the work load to make sure 
 
          11     that we can stay current and meet timeliness, we 
 
          12     know that we need to hire some more examiners now 
 
          13     and we're looking to add five new slots.  Those 
 
          14     are going to be primarily examiners with 
 
          15     electrical backgrounds because of the workload. 
 
          16               We're also looking to go both inside the 
 
          17     office and outside the office.  There isn't any 
 
          18     reason that someone doing a re-exam and sitting 
 
          19     down and evaluating a rejection can't be someone 
 
          20     who's done prosecution and litigation experience. 
 
          21               We think the blend of bringing external 
 
          22     as well as internal viewpoints would be good 
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           1     balance to create in this unit.  So, we're looking 
 
           2     to do that. 
 
           3               Next slide, please.  Setting the dates 
 
           4     for ex parte re-exam proceedings, we are thinking 
 
           5     we might be able to get down as low as 18 months. 
 
           6     However, that comes with some conditions.  We 
 
           7     can't have 18 months where we suddenly have a 
 
           8     merger that nine months into the process applicant 
 
           9     files a re-issue and we're back to square one, as 
 
          10     we're required to be. 
 
          11               So, we have to set some conditions 
 
          12     precedent for doing that.  Extension of time, 
 
          13     appellant or in this case patentee may need those, 
 
          14     if they are appropriate.  But again, that will 
 
          15     frustrate our ability to get that. 
 
          16               Also, having to go to appeal, we can't 
 
          17     do that.  We have to make it up to the appeal or 
 
          18     NIRC to complete these. 
 
          19               What we are looking to do is, we figure 
 
          20     now we will be proposing that re-exams don't get a 
 
          21     filing date until they are complete.  If that's 
 
          22     true, then we can move up the statutory time.  We 
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           1     have three months in which to make a decision on 
 
           2     the order to grant re-exam.  We can move that up 
 
           3     earlier and hopefully get that done, saving some 
 
           4     time. 
 
           5               We also need to look at our paper 
 
           6     processing.  Unfortunately, we still live in the 
 
           7     paper world where responses come in in paper. 
 
           8     They are scanned into the IFW for the proceeding 
 
           9     and we would like to be able to cut down on the 
 
          10     time.  That can save us almost a month and a half 
 
          11     worth of processing over the life of a proceeding. 
 
          12               We also need to sit down and take a look 
 
          13     at the current rules and ask are there things that 
 
          14     frustrate our ability to complete the process with 
 
          15     quality and timeliness? 
 
          16               We need to take a look at the 
 
          17     substantial new question of patentability.  Is the 
 
          18     standard set correct?  Maybe it's just something 
 
          19     we want to go back and take a look at. 
 
          20               How and when we grant mergers and how we 
 
          21     process those, we think that is something that is 
 
          22     worth taking a look at. 
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           1               There was a proposed rule package that 
 
           2     we have already been out with once on requests for 
 
           3     continued re- examination, the RCR package. 
 
           4     Should that be an exemption to completing it 
 
           5     within 18 months?  How do we want to view that? 
 
           6               Also, there's always been an issue in ex 
 
           7     parte re-exam of patent owners feeling like 
 
           8     somebody filed a request.  If I submit a statement 
 
           9     then I'm going to have the requester have another 
 
          10     shot and say the last word. 
 
          11               There was an issue of balance and equity 
 
          12     and whether they felt, you know, had they had 
 
          13     their say before the order was made on whether or 
 
          14     not to grant re-exam, understanding that sometimes 
 
          15     when people look at it and say there's been an 
 
          16     order to re-examine, the Patent Office has said 
 
          17     the claims are invalid, even though that's not the 
 
          18     case, does it put a cloud or put the patent owner 
 
          19     in a disadvantageous position? 
 
          20               Also, one of the things we do need to 
 
          21     take a look at, we're going to process these, 
 
          22     we're going to be doing panels.  We're going to be 
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           1     turning around timeliness.  There certainly are 
 
           2     costs associated with the processing.  Do we have 
 
           3     the fees set correctly to where they are? 
 
           4               It's not an indication that they will be 
 
           5     raised.  Our thinking of the issue is what should 
 
           6     be the balance between us providing a low-cost, 
 
           7     quicker alternative to litigation to resolve 
 
           8     issues, but we obviously can't provide $10,000 
 
           9     worth of process for $1,000.  How do we balance 
 
          10     that and make sure the examiners have time to do 
 
          11     it right?  That's what's important. 
 
          12               Are there any questions on the re-exam 
 
          13     process?  In-process reviews.  Peggy talked about 
 
          14     that. 
 
          15               Going back to what they are and 
 
          16     differentiating them from what is traditional end 
 
          17     product review. 
 
          18               End product review was we wait until the 
 
          19     application had been allowed.  It goes to the 
 
          20     Office of Patent Quality Review and we determine 
 
          21     whether the claims are patentable or they should 
 
          22     be sent back. 
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           1               In-process review looked at the process 
 
           2     of examination and really tailors to how well are 
 
           3     we indicating allowable subject matter.  Are we 
 
           4     doing it correctly, elongating to allowance?  Are 
 
           5     the rejections we've put in place proper? 
 
           6               Are we effectively advancing prosecution 
 
           7     in a way that helps timeliness for applicants? 
 
           8               My personal view, and I can't help but 
 
           9     inject it, it goes hand in hand with end product 
 
          10     review.  One can't replace the other because in 
 
          11     patent examining you can do a great examination, 
 
          12     get the very best art, have great rejections and 
 
          13     buy into a wrong argument in the last minute and 
 
          14     improperly allow a claim. 
 
          15               Conversely, you can absolutely have 
 
          16     rejections that are redundant.  You have eight 
 
          17     pieces of art cycles through the applicant until 
 
          18     they are as frustrated as can be, yet the claims 
 
          19     are patentable and you end up with a great end 
 
          20     product. 
 
          21               We really need to merge the two together 
 
          22     so that we look at the examination decision-making 
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           1     process in its effectiveness beginning to end. 
 
           2               Rick, go ahead. 
 
           3               MR. NYDEGGER:  I have a question about 
 
           4     that, Joe.  Quite frankly, I can't help but feel 
 
           5     that some of what you are describing really is 
 
           6     redundant. 
 
           7               If you look at in-process reviews, and 
 
           8     maybe I just don't understand it and need 
 
           9     clarification, but if you look at in-process 
 
          10     reviews in terms of were rejections correctly made 
 
          11     along the way, those kinds of issues, I don't 
 
          12     understand why that kind of assessment can't be 
 
          13     made by, you know, an end process review at the 
 
          14     time of allowance as well. 
 
          15               MR. ROLLA:  Rick, the point is well 
 
          16     taken in the sense that you could go back and go 
 
          17     through the entire file wrapper record to see what 
 
          18     went wrong in prosecution.  Part of in process 
 
          19     review is to get to it early before it ends up 
 
          20     being allowed and you have to do the entire 
 
          21     rework. 
 
          22               Feedback should be more immediate.  You 
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           1     know, we take that back to the examiners not at 
 
           2     the end of the process but immediately upon review 
 
           3     of the office action. 
 
           4               So, that's the only difference.  I mean 
 
           5     you could look back, but you might be looking over 
 
           6     several years period of time and not really at 
 
           7     current rejections or current work product. 
 
           8               MR. NYDEGGER:  Does this mean that when 
 
           9     you do an in process review if you see a claim 
 
          10     that was improperly allowed, that's the time to go 
 
          11     back and look at what happened in the case?  Why 
 
          12     was it improperly allowed?  What led up to that? 
 
          13     Then learn from that in retrospect. 
 
          14               I guess what I'm really asking in 
 
          15     another kind of way is whether the expenditure of 
 
          16     time and resources to do that kind of thing which 
 
          17     is to some extent redundant in terms of at least 
 
          18     the substance of what you do is time well spent. 
 
          19               As contrasts, for example, you know, 
 
          20     looking at whether the search was effective, it 
 
          21     just seems to me intuitively in a sense that in an 
 
          22     in process review, if you have a really good 
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           1     search that ought to more or less lend a high 
 
           2     degree of assurance that this case is going to be 
 
           3     properly reviewed against that art, if the art in 
 
           4     fact was good and if the search was solid. 
 
           5               From my point of view, that's where an 
 
           6     in process review ought to focus:  Was the search 
 
           7     well done?  Was it adequate in scope?  Was the 
 
           8     best art found, in effect? 
 
           9               MR. ROLLA:  Are you talking about in the 
 
          10     end process? 
 
          11               MR. NYDEGGER:  Yes.  Not the end 
 
          12     process, but the in process, not at the time of 
 
          13     allowance. 
 
          14               MR. ROLLA:  Agreed, although there are 
 
          15     times that you have to go back and you conduct 
 
          16     that search right up until the allowance and the 
 
          17     office action. 
 
          18               There is some conjecture.  I can't 
 
          19     completely disagree with the point of view, but I 
 
          20     think it's going to be a few years down the line 
 
          21     between when we do the in process reviews to the 
 
          22     extent we should, and we'll talk about that, and 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       65 
 
           1     we develop feedback into the examining process to 
 
           2     see if there is any difference between the two. 
 
           3               We have a significant period of time of 
 
           4     end product review.  If there's one thing we can 
 
           5     be relatively certain of as at least conducted 
 
           6     today, in product review really has not 
 
           7     substantially reduced any errors in examination. 
 
           8     Maybe it cannot.  Maybe as it's done today it 
 
           9     can't.  But it just hasn't occurred. 
 
          10               As we've looked at re-opening rates they 
 
          11     have kind of dithered right around anywhere from 
 
          12     the four to six percent range over the course of 
 
          13     probably the past two decades. 
 
          14               So, I think it's a question that's still 
 
          15     open, but at least we perceive that there are in 
 
          16     process review issues that are worth taking a look 
 
          17     at and getting to them early on and feeding them 
 
          18     back into the examiner's processes. 
 
          19               So again, the comment that I made of 
 
          20     when they're done, this year I'm going to talk a 
 
          21     little bit about the end product reviews.  There 
 
          22     was a concentration on allowances that Peggy 
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           1     talked about. 
 
           2               So, really the in process reviews that 
 
           3     were completed this year were done by the Office 
 
           4     of Patent Quality Review.  There were a 
 
           5     significantly reduced number done by the 
 
           6     Technology Centers. 
 
           7               What we at least had set up as an in 
 
           8     process review program, we wanted both.  So, we 
 
           9     were looking at both TC and Office of Patent 
 
          10     Quality Review to make sure they were applying the 
 
          11     same standard. 
 
          12               Plus, it more than doubles the amount of 
 
          13     review and we end up with about 10,000 
 
          14     applications in feedback. 
 
          15               This year we couldn't do that because of 
 
          16     the emphasis we put on end product review.  And 
 
          17     again, I think the critical portion to this is 
 
          18     building the feedback route to the examining 
 
          19     process. 
 
          20               It comes in several ways.  In some 
 
          21     instances there's a training issue in ways that 
 
          22     errors can be avoided.  In some instances I think 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       67 
 
           1     it relates to performance issues, red flags to a 
 
           2     supervisor of further work may need to be reviewed 
 
           3     for this particular employee. 
 
           4               In some instances, it's indicative of 
 
           5     the type of review that the work product is 
 
           6     getting.  It may or may not be as effective as it 
 
           7     should be. 
 
           8               So, I think suggesting those are things 
 
           9     that we look at and plan to build into next year's 
 
          10     process. 
 
          11               Are there any other questions about the 
 
          12     in process reviews from this year? 
 
          13               Okay, taking a look at the Second Pair 
 
          14     of Eyes Program, and Peggy talked about that.  Her 
 
          15     numbers were up there.  It was about 27,000 hours 
 
          16     worth of recorded time. 
 
          17               What really happened when John and Peggy 
 
          18     and I came on board we took a look.  It was 
 
          19     probably about midyear then.  We looked at it and 
 
          20     said the corps had not met it's re-opening rate 
 
          21     goal for several years and felt that something 
 
          22     needed to be done and something that was 
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           1     different. 
 
           2               We made a decision to go in and probably 
 
           3     put in a very extensive amount of review.  That 
 
           4     was that from about May forward, maybe May 13th, 
 
           5     was about the magic date.  We did look at, or at 
 
           6     least set a program in place to look at every 
 
           7     allowance across the court because we were 
 
           8     determined to say is there nothing that we can do 
 
           9     that drives this allowance rate down to the errors 
 
          10     we are setting? 
 
          11               I mean we have to find out and we 
 
          12     recognized clearly that we were painting with a 
 
          13     very broad brush, painting over areas probably 
 
          14     that we didn't need to have the review, but we 
 
          15     wanted to make sure, could we in fact achieve 
 
          16     those levels.  And we did from May 13 through the 
 
          17     end of the year.  At least it was supposed to be 
 
          18     that every application was looked at. 
 
          19               The number of cases that were sent back 
 
          20     for re- opening was not terribly different from 
 
          21     the first.  What we did find out when we looked at 
 
          22     what was sent back, there was a lot more 
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           1     questioning by OPQA and it turned out to be fewer 
 
           2     actually clearly unpatentable cases. 
 
           3               That we did get.  We ended up with an 
 
           4     error rate of below four percent, just below four 
 
           5     percent.  The question we really have to look at, 
 
           6     and clearly, I think the answer is kind of 
 
           7     rhetorical, is should we apply the same type of 
 
           8     resource again?  The answer is no. 
 
           9               I mean we clearly were placing resources 
 
          10     into areas where we didn't find any errors and we 
 
          11     probably had other areas that may have even wanted 
 
          12     more review or different types of review. 
 
          13               So, what we're going to talk about is 
 
          14     what we've learned from this and how we change 
 
          15     this over time and how we implement it in a way 
 
          16     that makes sense. 
 
          17               Does it mean that there will be places 
 
          18     where a Second Pair of Eyes should continue?  Yes, 
 
          19     it does.  Does it mean there are places that it 
 
          20     should be discontinued?  Clearly, the answer is 
 
          21     yes.  Are there areas where it should be modified 
 
          22     so it's not the same in every area?  The answer is 
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           1     yes. 
 
           2               Some of the things that we think that we 
 
           3     need to talk about are data collection.  We not 
 
           4     only need to know the amount of time, but I think 
 
           5     what we really want to do is take a look and track 
 
           6     the number that are returned for consideration and 
 
           7     then clearly look at how many of those end up 
 
           8     having to be re-opened because there are terribly 
 
           9     different programs if you are sending back 100 and 
 
          10     re- opening 85 or sending back 100 and re-opening 
 
          11     15. 
 
          12               We need to track that type of data and 
 
          13     look at it for this coming year.  We also found 
 
          14     that in some instances examiners were negatively 
 
          15     disposed towards the Second Pair of Eyes Program, 
 
          16     to say the least.  You're second-guessing my work. 
 
          17               So, one of the TC's clearly came forward 
 
          18     with a different concept of a patentability 
 
          19     conference, where rather than looking at the work 
 
          20     after the fact and then sending it back and saying 
 
          21     you have a problem, they implemented it in a way 
 
          22     that the patentability conference you're about to 
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           1     allow the case, come on in.  Sit down with two 
 
           2     other senior examiners.  Go through what's the 
 
           3     limitation that renders this claim patentable? 
 
           4     What's the closest prior art?  Where was your 
 
           5     search?  What are the reasons for allowance, 
 
           6     whatever? 
 
           7               The examiners seemed more receptive to 
 
           8     that in terms of it was constructive rather than 
 
           9     second guessing them. 
 
          10               Again, I think the same thing needs to 
 
          11     be done.  Take a look at patentability 
 
          12     conferences, where held, how much time did you 
 
          13     spend?  How many did we return or reopen and what 
 
          14     ultimately were the results from those at the end? 
 
          15               So, it's just a version of the Second 
 
          16     Pair of Eyes Program.  I think Peggy will be 
 
          17     talking to vary TC's about how they will implement 
 
          18     it and could implement it in FY '06. 
 
          19               So, the Second Pair of Eyes Program will 
 
          20     continue in some format.  The same as what we had 
 
          21     this year?  Definitely not.  Nor will it be as 
 
          22     extensive as it was, but hopefully tailored to 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       72 
 
           1     what needs to be done. 
 
           2               Probably this was an area that PPAC had 
 
           3     a lot of questions on.  Are there any other 
 
           4     concerns or issues we should discuss? 
 
           5               Okay, I want to talk about another 
 
           6     quality initiative that we worked on and have 
 
           7     talked about.  These are search templates.  There 
 
           8     has been a lot of concern, maybe among some 
 
           9     people, I think, misunderstanding of what they are 
 
          10     and what they aren't. 
 
          11               Search templates were never intended to 
 
          12     be a cookbook of "Here's what you do in a given 
 
          13     case and here's what you have to do in every 
 
          14     case." 
 
          15               Search templates represent a couple of 
 
          16     things.  They represent one, focus session that we 
 
          17     had with examiners from across the corps where we 
 
          18     asked them, what do you search?  How do you search 
 
          19     it?  What tools do you use that most frequently 
 
          20     produce the best prior art in this area? 
 
          21               So, we were in a way capturing their 
 
          22     institutional knowledge of what they did, their 
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           1     expertise, and recording it.  We also went to the 
 
           2     electronic information centers, the EIC's. 
 
           3               Some of our contract searchers who 
 
           4     probably spend more time than most examiners 
 
           5     searching non-patent literature, the various 
 
           6     journal submissions and whatever, what did they 
 
           7     search and in what instances did they search it? 
 
           8               Which databases were general resources? 
 
           9     Which databases were specialized for particular 
 
          10     things?  What we've ended up with in a search grid 
 
          11     is a compilation or a template of what people are 
 
          12     telling us they use, where they look and how they 
 
          13     go about finding the best prior art. 
 
          14               It was never intended that an examiner 
 
          15     would do that full search in every single 
 
          16     application he or she looks at.  That doesn't make 
 
          17     sense.  Searching is a high intuitive process. 
 
          18     It's based on the experience and technical 
 
          19     background of the person performing it or 
 
          20     reviewing it. 
 
          21               What we wanted to do was capture that 
 
          22     institutional knowledge.  We wanted to provide it 
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           1     as a starting point for whether it's new 
 
           2     examiners, searcher on the outside, contract 
 
           3     searchers if we happen to be taking a look at TCP 
 
           4     outsourcing or whatever, in developing what we 
 
           5     think most frequently produces the best prior art. 
 
           6               We intend to publish it and probably 
 
           7     starting next month we will do so in rapid fashion 
 
           8     for every technology center and every docket level 
 
           9     of the examiners across the corps that we have 
 
          10     captured. 
 
          11               It was a pretty resource intensive 
 
          12     process to capture what we looked at.  We wanted 
 
          13     to put it out for public comment because we want 
 
          14     to hear from you, others, owners, whatever.  Do 
 
          15     you think we're looking at the right resources? 
 
          16     Do you think there are different things that 
 
          17     should be looked at?  Do they agree?  And if you 
 
          18     had, tell us what they are.  Tell us how they are 
 
          19     retrievable.  Tell us if we're going to be able to 
 
          20     get full text copies, et cetera. 
 
          21               We're hoping in the long run to develop 
 
          22     something of agreement that people would say if I 
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           1     have a given art area this is what we think ought 
 
           2     to be looked at as a reason search and initial 
 
           3     examination, not in every case.  You still have to 
 
           4     use your professional judgment. 
 
           5               But you are able to go back when you 
 
           6     look at how thorough or complete a search was or 
 
           7     what we've talked about with applicant submissions 
 
           8     or whatever, if I do this full search do I find 
 
           9     anything that, A, affects patentability or is 
 
          10     materially better than the art that I have of 
 
          11     record or clearly better, whatever term you want? 
 
          12               So, it's a matter of putting them out 
 
          13     for public comment.  We're trying to gather 
 
          14     general information.  We still expect examiners to 
 
          15     rely on their expertise and professional judgment 
 
          16     as we do every searcher.  Yet we intend to use it 
 
          17     with our PCT contracting out because people are 
 
          18     going to start to say, okay, you gave me a case 
 
          19     and it's bicycle tires, what do I search? 
 
          20               There needs to be some general 
 
          21     framework, at least starting of agreement that 
 
          22     this is what we think ought to be considered in 
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           1     this area.  So, we look at this as an interim 
 
           2     process that will take at least several iterations 
 
           3     until we begin to stabilize that and say, okay, in 
 
           4     this area, this is what we think a search should 
 
           5     include and how you should search it. 
 
           6               Do you do it in a classified search?  Do 
 
           7     you use tech search?  Is there a sequence search, 
 
           8     a structure search?  Do I use NPL?  What do I use 
 
           9     NPL to look at?  General information, very 
 
          10     specific journal set for a particular problem or 
 
          11     whatever encapture that?  And we intend to share 
 
          12     it also with the trilateral offices as a way to 
 
          13     build towards some common understanding of what 
 
          14     should be searched. 
 
          15               Howard? 
 
          16               MR. GOLDBERG:  Joe, you said you were 
 
          17     going to solicit the input from the trilateral 
 
          18     offices?  That was going to be my point, that that 
 
          19     perhaps should be done.  So you already 
 
          20     anticipated that? 
 
          21               MR. ROLLA:  We'll actually start for 
 
          22     those.  Like if you are 1600 in Bio-Technology, 
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           1     then one of the first art areas going up, you will 
 
           2     find it by docket, by subject matter area and 1700 
 
           3     is right behind that. 
 
           4               Then wanting to move to the electrical 
 
           5     areas to get some of those, because we are doing 
 
           6     some outsourcing in those, and then also the 
 
           7     mechanical areas are working. 
 
           8               But probably the biggest stress that we 
 
           9     could make from this is it is not 
 
          10     one-size-fits-all or something someone has to do 
 
          11     every time.  It is information as to know where 
 
          12     other people are saying they find the best 
 
          13     priority and that's always worth considering, in 
 
          14     our opinion. 
 
          15               Certainly it's available to applicants, 
 
          16     available to searchers, available to examiners. 
 
          17               MS. RYAN:  Joe, this may seem petty, but 
 
          18     does the word template sort of beg the question? 
 
          19     That word means to me what you just said it 
 
          20     wasn't.  If you haven't got too much invested in 
 
          21     it, maybe there's another. 
 
          22               Isn't this really the modern day 
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           1     equivalent of what people used to do in the 70s? 
 
           2     They'd go find a seasoned examiner, sit down with 
 
           3     him and say, what do you do and they'd give them 
 
           4     tips and they share their wisdom. 
 
           5               Isn't this sort of a work sharing?  I 
 
           6     just question the word "template."  It sounds 
 
           7     cookie cutter.  It sounds like you have to do it. 
 
           8               MR. ROLLA:  We have gone from grid, 
 
           9     template, everything else.  If you have something, 
 
          10     we're pretty open to it.  We're not wedded to any 
 
          11     of this.  If I could, just one thing I think 
 
          12     that's true, Andrea, in 1970 I went over and I saw 
 
          13     Ron Stern.  It was pretty much one search, a 
 
          14     classified search, sub this, sub-class this and 
 
          15     that was it. 
 
          16               The world has changed dramatically. 
 
          17     Suddenly we've ended up with resources and tools 
 
          18     and that tech search that is so valuable that 
 
          19     allows us to find references that you really 
 
          20     couldn't find before.  But understanding how to 
 
          21     tailor that because we run into examiners in some 
 
          22     areas, unfortunately, who say they are reluctant 
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           1     and frequently don't perform classified search. 
 
           2               Well, classified search makes sense.  If 
 
           3     we ever issued one of these, where would we have 
 
           4     put it?  Here, it's a place to start. 
 
           5               We have examiners who are so invested in 
 
           6     and grew up with classified search that getting 
 
           7     them to turn on tech search -- I can't find art on 
 
           8     this.  Yet it turns out that OPQA looking at art, 
 
           9     will come up with references using exactly tech 
 
          10     search.  And NPL in some art areas, it's critical. 
 
          11               So, how do we, one, disseminate 
 
          12     information?  I think that's the equivalent of the 
 
          13     new 1970.  You know, you're sitting down with all 
 
          14     these resources, all these techniques; you have a 
 
          15     limited amount of time.  How do you leverage them 
 
          16     to get the best priority? 
 
          17               As I said, mainly, we're wide open to 
 
          18     suggestions. 
 
          19               MR. STERN:  Joe, where do you think this 
 
          20     is going to help?  I can understand this helping 
 
          21     an examiner on the first day of the job.  By the 
 
          22     second week he's past the one-page search template 
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           1     of the level. 
 
           2               To think that a searcher, whether it's 
 
           3     an examiner or an outside searcher, can reduce a 
 
           4     lifetime of experience down to a page, I think, is 
 
           5     unrealistic.  What you are talking about is taking 
 
           6     a professional and asking him to supply so much 
 
           7     data that it's not impossible. 
 
           8               I can't imagine reducing for any one art 
 
           9     area enough information to be helpful beyond the 
 
          10     first couple of days on the job. 
 
          11               MR. ROLLA:  Maybe a comment back to you, 
 
          12     Ron, that being, one they are not a page.  Many of 
 
          13     these run six, seven, eight pages, particularly 
 
          14     with NPL resources.  Both of us grew up as an 
 
          15     examiner.  I certainly didn't know in the second 
 
          16     week everywhere I needed to search. 
 
          17               I had to go find the right person if I 
 
          18     was lucky enough to knock on the right door and 
 
          19     somebody said, you know, you really need to go 
 
          20     over to talk to Jones in couplings or whatever. 
 
          21     That was great. 
 
          22               But sometimes you didn't do that.  What 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                       81 
 
           1     you are capturing here is some of that information 
 
           2     that is, I think, valuable, not only during the 
 
           3     first week, and I agree with you it reaches a 
 
           4     period of time as an examiner because you do it 
 
           5     day in and day out, that these become less 
 
           6     valuable. 
 
           7               But there will still be specialized 
 
           8     resources that you may not have seen before.  If 
 
           9     you want to know that there's a particular thing 
 
          10     on seals and compositions over in an area, that 
 
          11     may not be something you are really familiar with, 
 
          12     even after a few years of being here. 
 
          13               You would have had to have asked 
 
          14     somebody down the hall.  Also, we know that 
 
          15     resources go in and out of existence.  Databases 
 
          16     come and databases go in today's world.  How do we 
 
          17     keep currency as a resource? 
 
          18               So, I think even to examiners it has 
 
          19     maybe some limited value.  Hiring 1,000 new 
 
          20     examiners, that's probably valuable to them for a 
 
          21     period of time.  Certainly if we're looking for 
 
          22     outsourcing of search, there's some value in that 
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           1     because it will take even longer for them to build 
 
           2     up the expertise.  They don't have the examiner to 
 
           3     go knock on the door. 
 
           4               We're capturing that as institutional 
 
           5     knowledge, so I think the comment has some 
 
           6     validity and merit.  But I don't think it's as 
 
           7     limited as you characterize it.  If it turns out 
 
           8     to be, then we won't continue it.  But we know 
 
           9     that today we struggle with missing search because 
 
          10     if you don't get the best art in a case you 
 
          11     frequently reach a bad result. 
 
          12               So how best do we improve that?  If you 
 
          13     have anything else, we're open and glad to talk 
 
          14     about that. 
 
          15               MR. STERN:  There are some examiners, by 
 
          16     the way, that see them as not useful and they see 
 
          17     that as a gross waste of time.  That, perhaps is a 
 
          18     misuse of this kind of information where someone 
 
          19     who is not familiar with the art thinks that 
 
          20     because there is a listing of a particular set of 
 
          21     journals on a search template that they ought to 
 
          22     cite something, the best art found from that area 
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           1     where in fact someone with experience says this is 
 
           2     not a fruitful area to go.  I can better spend my 
 
           3     time somewhere else. 
 
           4               MR. ROLLA:  A comment on that because I 
 
           5     was around at the time that started.  It began in 
 
           6     2000, at a time when we were being -- "we" being 
 
           7     the office -- criticized heavily for not 
 
           8     considering non-patent literature foreign 
 
           9     references. 
 
          10               There was a choice made that we would 
 
          11     require the examiner to cite the best art from 
 
          12     each of the resources.  Now, if in fact that's a 
 
          13     requirement that has now maybe outlived its 
 
          14     usefulness, that's worth a revisit and taking a 
 
          15     look at. 
 
          16               But it was clearly tailored for a 
 
          17     particular purpose. 
 
          18               MR. NYDEGGER:  Are there any other 
 
          19     questions for Joe? 
 
          20               Joe, thanks.  Very good job.  We're 
 
          21     running a little ahead of schedule at this point, 
 
          22     but I think we'll continue for the next 40 minutes 
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           1     or so before we take the scheduled break. 
 
           2               Let's move into E-Government Initiatives 
 
           3     topic.  If there are those who would like to take 
 
           4     a break, we can do that. 
 
           5                    (Recess) 
 
           6               MR. NYDEGGER:  Back into the last 
 
           7     segment on our agenda.  Stew Levy has joined us 
 
           8     and is ready to talk to us about E-Government.  I 
 
           9     should note that Howard Klein had to leave to 
 
          10     catch an airplane, so we'll excuse Howard from the 
 
          11     remaining portion of this meeting. 
 
          12               Joe or Peggy, do either of you have any 
 
          13     comments to begin with or shall we just turn the 
 
          14     time directly to Stew?  You're happy to defer? 
 
          15     Okay.  Stew, the time is yours. 
 
          16               MR. LEVY:  Good afternoon.  I'm Stew 
 
          17     Levy, Director of SIRA, Search Information and 
 
          18     Resources Administration for the Patents Cost 
 
          19     Center. 
 
          20               My organization is tasked with the 
 
          21     development and implementation of new automated 
 
          22     systems and tools for the patent examiners, also 
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           1     for the deployment and support of non-patent 
 
           2     literature databases, the classification system, 
 
           3     the whole range of things that we're responsible 
 
           4     for. 
 
           5               What I was asked to cover a little bit 
 
           6     today is on the patents E-commerce initiative. 
 
           7     Very simply, we have a goal to complete 
 
           8     E-commerce, as far as an E- commerce solution to 
 
           9     allow users to send data and receive data from the 
 
          10     USPTO. 
 
          11               What we are looking to do is provide 
 
          12     simple, safe and secure solutions, to provide 
 
          13     access to the public and private patent databases 
 
          14     and images and use a PDF file format for filing. 
 
          15               Just to give you some of the new 
 
          16     E-commerce things coming down the line, we have 
 
          17     what we call a private pair coming in January of 
 
          18     2006.  It should be January 3rd.  We will have a 
 
          19     beta release where it's going to be moved into a 
 
          20     portal environment along with the public pair 
 
          21     which is now out there in a portal environment. 
 
          22               One thing that will be added to that 
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           1     private pair will be a first action prediction 
 
           2     tool that will be a calculator that will go in and 
 
           3     assess how many cases are sitting in a particular 
 
           4     examiner's docket and what are the rates that the 
 
           5     examiner is working on those cases and provide 
 
           6     basically a status of when we are projecting that 
 
           7     the applicant can see a first action. 
 
           8               So, the beta release of that is in 
 
           9     January.  February 23rd would be full production 
 
          10     release of it.  Anyone who has access to Private 
 
          11     Pair would be able to go out and access the 
 
          12     information and also do the status check on their 
 
          13     application.  It will certainly cut down on the 
 
          14     number of status inquiries that we get, but also 
 
          15     to give you a lot more real time information. 
 
          16               The more important thing is that we have 
 
          17     been developing a system called EFS Web, 
 
          18     electronic filing system.  It's a web-based system 
 
          19     that will accept PDF files.  The system features, 
 
          20     very simply, are no client customized offering 
 
          21     software. 
 
          22               The current EFS system that we have been 
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           1     using is an offering system.  We have heard loud 
 
           2     and clear from the user community that that's not 
 
           3     the way that they want to go. 
 
           4               We have had two focus session with 
 
           5     approximately organizations represented where we, 
 
           6     in the spring, received input, comments, 
 
           7     suggestions on what to do.  The system will accept 
 
           8     new utility, design, provisional and 371 national 
 
           9     stage applications along with documents associated 
 
          10     with applications, what we call follow-on papers. 
 
          11               The timeline for EFS Web, December 1, 
 
          12     2006 we will have a beta release Phase I.  In a 
 
          13     sense it's a real production release.  We have 
 
          14     already selected the people, the organizations 
 
          15     that will be testing it.  We gave invitations to 
 
          16     everyone who came to the two focus session.  It's 
 
          17     approximately 80 companies, firms, probably close 
 
          18     to 300 individuals that would be on it. 
 
          19               It's not truly a beta test.  It's 
 
          20     actually a production release, an early production 
 
          21     release of the system.  Very simply, the applicant 
 
          22     law firm prepares the application in any word 
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           1     processing software that they currently use. 
 
           2     Through free download, they can get an Adobe 
 
           3     Acrobat product that will convert it to a PDF 
 
           4     file.  That's what will be transmitted into the 
 
           5     Patent Office and then we will process it from 
 
           6     there. 
 
           7               It allows the user to store the 
 
           8     information on our server if they are doing part 
 
           9     of the document, part of the application, until 
 
          10     they finally say all the associated papers have 
 
          11     been sent and wrapped up into this application and 
 
          12     now it's ready to be official sent into the Patent 
 
          13     Office. 
 
          14               Starting January  17, 2006, we will have 
 
          15     a beta release Phase II begin and what I politely 
 
          16     call it, these are friends of John.  John Doll has 
 
          17     been going out along with Jon Dudas and speaking 
 
          18     throughout the country and talking about the 
 
          19     development of this new application filing system. 
 
          20               A number of people have said they want 
 
          21     to be on the test.  So those people who told John 
 
          22     and he took down their names, we will be putting 
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           1     them on January 17th. 
 
           2               March 17, 2006, will be the full 
 
           3     production wide open for any of the applicants to 
 
           4     file their application.  This way we've done a lot 
 
           5     of talking to the community out there and we think 
 
           6     that we are going to get very high usage of this 
 
           7     system and do a much better job going towards our 
 
           8     goal of e-files. 
 
           9               MS. RYAN:  Will the Patent Office then 
 
          10     continue to process it electronically?  You are 
 
          11     not going to take the PDF file and print it and so 
 
          12     it's all going to be handled electronically from 
 
          13     there on it? 
 
          14               MR. LEVY:  Yes.  I mean we're building 
 
          15     the systems now to then do something with it. 
 
          16     That's another effort that we're developing now 
 
          17     which is called the Patent File Wrapper. 
 
          18               Currently, what we have is the IFW image 
 
          19     file wrapper system.  We're now right in the 
 
          20     middle of the planning and development of the 
 
          21     Patent File Wrapper which will give us -- the 
 
          22     25-year quest of the Patent Office is to be able 
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           1     to have a full text application database for the 
 
           2     examiners to go online to examine the patent 
 
           3     application and do all sort of searching that you 
 
           4     can get out of a text-based system that you can't 
 
           5     get in an image- based system. 
 
           6               MR. NYDEGGER:  So, Stew, does that mean 
 
           7     pulling the PDF file into the XML format? 
 
           8               MR. LEVY:  We would do that internally. 
 
           9               MR. NYDEGGER:  That's what I mean. 
 
          10               MR. LEVY:  We're in the stages of 
 
          11     planning. 
 
          12               MR. NYDEGGER:  Isn't that what the PFW 
 
          13     really is all about? 
 
          14               MR. LEVY:  Yes.  Well, yes, the simple 
 
          15     answer is yes.  Nothing is ever simple, but it's 
 
          16     more involved, because what simply the PDF format 
 
          17     is not a rich format for the examiners to be able 
 
          18     to use to its full capabilities. 
 
          19               So, we need to then convert that into 
 
          20     something that will give the examiners much more 
 
          21     capability to search and search within certain 
 
          22     sections and just search the claims of all the 
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           1     applications and not just have to go through every 
 
           2     application, things like that. 
 
           3               MR. NYDEGGER:  I think this is a pretty 
 
           4     big deal because this is always the point that has 
 
           5     separated the user community and the office in 
 
           6     terms of electronic filing. 
 
           7               You know the office, from its 
 
           8     perspective, has always needed to have 
 
           9     electronically-filed documents accessible so that 
 
          10     they can process the data internally, which isn't 
 
          11     necessarily the case if you use user-friendly 
 
          12     filing formats like Word or PDF. 
 
          13               So, the question has always been, you 
 
          14     know, do you meet the user needs in terms of ease 
 
          15     of filing or the office needs in terms of the need 
 
          16     for being able to mine the data and do full-text 
 
          17     searching on these documents. 
 
          18               I think this is finally getting to a 
 
          19     point now where we are going to be able to bridge 
 
          20     that difference, it sounds like, because the tools 
 
          21     have been developed and prepared that permit this 
 
          22     kind of conversion into XML.  I don't know how 
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           1     easy that's going to be, frankly. 
 
           2               My understanding is that that was one of 
 
           3     the big things that finally permitted this kind of 
 
           4     a marriage between those two viewpoints. 
 
           5               MR. LEVY:  The current EFS system is an 
 
           6     offering system.  That's what caused a lot of the 
 
           7     problems or concerns.  I think we've heard loud 
 
           8     and clear that you don't want us to tell you how 
 
           9     to run and perform your business. 
 
          10               But on the flip side, we needed to come 
 
          11     in an electronic format and the most universal is 
 
          12     to have it come in in PDF.  It doesn't give us 
 
          13     what we need, so it means that we have to then 
 
          14     take it and internally process it.  What we are 
 
          15     certainly looking at is XML tagging with something 
 
          16     along that line then. 
 
          17               But on the other side of it is that we 
 
          18     are also looking to put all of this information 
 
          19     available in Pair, whether it's public or private, 
 
          20     as the case may be, and then give you access back 
 
          21     at it.  There are a lot of situations where you 
 
          22     may need that. 
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           1               MR. NYDEGGER:  It's kind of an exciting 
 
           2     development, Stew. 
 
           3               MR. STERN:  Can I just ask a question? 
 
           4     I've always wondered by the agency couldn't use 
 
           5     people to code anything that came in in Word 
 
           6     format or PDF format into an XML format.  I 
 
           7     understand that all the formatting that is done 
 
           8     for publication costs less than $250 an 
 
           9     application. 
 
          10               Consequently, if we accepted Word files, 
 
          11     couldn't we, for under $250 an application, 
 
          12     process it into any format we wanted with maximum 
 
          13     tagging to be equivalent to that of a patent? 
 
          14               MR. LEVY:  Ron, let me answer that a 
 
          15     little differently.  We can process it into any 
 
          16     format we wanted with maximum tagging to be 
 
          17     equivalent to that of a patent.  Currently we pay 
 
          18     a contractor to provide the XML tagging to all 
 
          19     patents being published or the one patent 
 
          20     application for the pre-grant publication. 
 
          21               So, from our viewpoint it's moving that 
 
          22     effort up front.  The issue of allowing any word 
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           1     processing software and then submit it in that 
 
           2     format, we get into the legal issues, what was 
 
           3     exactly filed?  And that's what we struggle with a 
 
           4     lot.  Coming up with PDF and what it allows us to 
 
           5     do, it gives us the assurance that how we received 
 
           6     it is how it was transmitted.  It's not 
 
           7     necessarily the case.  Putting the tagging on is 
 
           8     not the same thing. 
 
           9               Does that better answer your question, 
 
          10     Ron? 
 
          11               MR. STERN:  That's a fine answer if 
 
          12     that's the answer. 
 
          13               MR. LEVY:  I mean then you wind up 
 
          14     having to deal with hundreds of ever-changing word 
 
          15     processing formats and they always do change.  The 
 
          16     Adobe Acrobat has been pretty well established as 
 
          17     a standard.  There's a number of different formats 
 
          18     and we have set out which one we will accept 
 
          19     within that. 
 
          20               But it gives us a smaller universe for 
 
          21     us to go after.  But that's coming in the door. 
 
          22     That doesn't matter.  That's not what is 
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           1     important.  It's ultimately what we do with that 
 
           2     to render it so that the examiners would have a 
 
           3     much better system to work with. 
 
           4               MR. STERN:  What I'm coming away from 
 
           5     this is that the important thing is to be able to 
 
           6     reproduce precisely what came in the door for 
 
           7     litigation purposes. 
 
           8               MR. LEVY:  Absolutely. 
 
           9               MR. STERN:  And that if something were 
 
          10     to come in in Word format, you couldn't do that? 
 
          11               MR. LEVY:  Which Word format? 
 
          12               MR. STERN:  I don't know what 
 
          13     significance format has to litigation purposes, 
 
          14     but if it does, it does. 
 
          15               MR. NYDEGGER:  I agree with what you are 
 
          16     saying, Ron.  I think the issue is preserving the 
 
          17     integrity of what was filed so you can always go 
 
          18     back and without question identify "this is in 
 
          19     fact what was filed by the applicant." 
 
          20               I agree with Stew.  I can't conceive of 
 
          21     a way that you could actually do that in a very 
 
          22     user-friendly format unless it were PDF format. 
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           1               MR. GULBRANDSON:  Are you going to use a 
 
           2     single filing date for the electronic part?  If I 
 
           3     file I Wisconsin do I get a different filing time 
 
           4     or date than if I file in New York? 
 
           5               MR. GRANT:  Greenwich Mean Time you 
 
           6     mean? 
 
           7               MR. LEVY:  Have we had the legal people 
 
           8     work out all the details on that?  That is too 
 
           9     long and detailed to give you an answer now.  But, 
 
          10     yes, we have addressed all of these things. 
 
          11               We were very concerned about the legal 
 
          12     implications of what we were doing.  That was 
 
          13     paramount in setting up this system. 
 
          14               At this time what I'd like to do is give 
 
          15     you a demonstration of a remote access system that 
 
          16     we have been developing and piloting with our 
 
          17     patent managers.  I will turn it over to Tim 
 
          18     Callahan.  Tim is a supervisor patent examiner in 
 
          19     Tech Center 2800. 
 
          20               MR. CALLAHAN:  Let me just try to give 
 
          21     you a little bit of background about the total 
 
          22     programs that we have.  Under patents we currently 
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           1     have two programs.  One is the Patent Program 
 
           2     which in that program we have 60 percent of our 
 
           3     primary examiners who have had an opportunity to 
 
           4     work at home one day a week. 
 
           5               The program currently has about 1,000 
 
           6     primary examiners enrolled in it.  That program is 
 
           7     an older program which is a paper-based program. 
 
           8     That is there is no electronic part of that 
 
           9     program. 
 
          10               We also have a management program 
 
          11     equivalent.  It's a patent manager's program.  In 
 
          12     that program we have about 300 patent managers 
 
          13     working in that.  They have 50 hours a quarter in 
 
          14     which they can work from home.  It's at the 
 
          15     discretion of their supervisor or director. 
 
          16               What we are trying to develop is a 
 
          17     program currently that will offer complete access 
 
          18     to all the automation tools that we need here, so 
 
          19     any employee that's working will have access to 
 
          20     any electronic tools that they currently have on 
 
          21     their desktop. 
 
          22               We are also looking to provide 
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           1     collaboration tools which include voice and video 
 
           2     and that's what I'm going to demonstrate for you 
 
           3     here today. 
 
           4               Some of the goals we hope to go through, 
 
           5     some of our objectives in this program is number 
 
           6     one, we hope to reclaim offices.  Once we give you 
 
           7     the tools at home and you are working primary, 
 
           8     almost all of your duty hours, you give up the use 
 
           9     of a private office here and you are moved into a 
 
          10     shared facility. 
 
          11               So, we hope over the course of the next 
 
          12     five to six years to reclaim almost 300 offices a 
 
          13     year.  Also, our objective is again to supply the 
 
          14     users the secure access to all the automation 
 
          15     tools that they need to do their job and to 
 
          16     support and provide any kind of collaboration 
 
          17     tools that the employees will need to communicate 
 
          18     with each other. 
 
          19               We started developing this program last 
 
          20     quarter.  It was the first phase of our 
 
          21     development.  What we did was we identified 50 
 
          22     managers that would go through a training that we 
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           1     had developed for remote access, try to upskill 
 
           2     them on their computer knowledge and on the 
 
           3     process of what it means to work remotely. 
 
           4               After they, we deployed the equipment to 
 
           5     them.  This will be the first group that will work 
 
           6     in a hoteling situation. 
 
           7               We also trained another 150 patent 
 
           8     managers and those patent managers are really our 
 
           9     beta testers.  They are going to test drive our 
 
          10     remote access solutions that we're coming up with 
 
          11     and any kind of software or collaborations that we 
 
          12     intend to use for this program. 
 
          13               In this phase, the current quarter that 
 
          14     we are in, the first quarter of '06, is really our 
 
          15     second phase of developing this program.  Again, 
 
          16     we have had 50 managers that we are identifying in 
 
          17     this group. 
 
          18               We also hope to get our first union 
 
          19     members, some managers out of NTVU 243 to get mode 
 
          20     access and hopefully eventually work at getting 
 
          21     some kind of hoteling opportunity. 
 
          22               We also hope in this phase to identify 
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           1     another managers.  These will be given remote 
 
           2     access.  They will be our beta testers, test 
 
           3     driving any kind of software or tools we hope to 
 
           4     use in the program. 
 
           5               We're also developing some training for 
 
           6     managers and the training will be to hopefully 
 
           7     give to managers some insight on what it's like to 
 
           8     supervise remote employees.  We hope to develop 
 
           9     that in this quarter and deploy it to the managers 
 
          10     next quarter. 
 
          11               Just a timeline, this week we started a 
 
          12     pilot program working with some reservation 
 
          13     software that we hope to use in this program. 
 
          14     It's an online reservation system.  It works off a 
 
          15     web browser.  It allows the remote employee to 
 
          16     reserve a spot here on campus so when they come in 
 
          17     there is a spot for them to use. 
 
          18               At the end of this month, the end of 
 
          19     October, we hope to actually start our first 
 
          20     hoteling pilot.  This will be with managers.  We 
 
          21     have 25 managers that we work in a hoteling 
 
          22     situation.  They will be testing all our 
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           1     collaboration tools and any software that we will 
 
           2     be using in this program. 
 
           3               And our next timeline we have at the end 
 
           4     of November, we will expand our management 
 
           5     piloting, hoteling pilot to include another 25 
 
           6     managers for a total of 50 managers that are 
 
           7     working in a hoteling environment. 
 
           8               MS. RYAN:  Excuse me.  Could you define 
 
           9     "hoteling?"  I roughly understand it, but -- 
 
          10               MR. CALLAHAN:  The basic for us of 
 
          11     hoteling means that you have given up the use of a 
 
          12     private office here and you are using a shared 
 
          13     office.  So, you access to all the electronic 
 
          14     tools remotely and you are going to use most of 
 
          15     your duties hours, they are going to be spent off 
 
          16     campus. 
 
          17               So, when you come into campus you will 
 
          18     work in shared office space, which is what we are 
 
          19     calling the hoteling. 
 
          20               MS. RYAN:  The idea is you make a 
 
          21     reservation? 
 
          22               MR. CALLAHAN:  Right.  So that the space 
 
 
 
                              ANDERSON COURT REPORTING 
                             706 Duke Street, Suite 100 
                                Alexandria, VA 22314 
                      Phone (703) 519-7180  Fax (703) 519-7190 



 
 
 
 
                                                                      102 
 
           1     will be shared by all the participants in the 
 
           2     hoteling group. 
 
           3               MR. STERN:  Can I just ask a question on 
 
           4     that, Tim?  What's the purpose of coming in to 
 
           5     work for a couple of hours a pay period at the 
 
           6     office?  Why not do all your work at home? 
 
           7               MR. CALLAHAN:  Right now there are OPM 
 
           8     rules that require for pay purposes that the 
 
           9     employee must come in one day a week or part of a 
 
          10     day. 
 
          11               Trademarks has a very good program that 
 
          12     they have been running for seven years, a hoteling 
 
          13     program, a very successful one.  They also have 
 
          14     the same limitation that is placed on us by OPM. 
 
          15               MR. STERN:  My understanding is OPM does 
 
          16     not have such rules and you can be 100 percent of 
 
          17     the time at home.  It's just that your duty 
 
          18     station is defined as your home and the agency 
 
          19     just overcame that for pay purposes by having the 
 
          20     special pay rate table apply on a nationwide 
 
          21     basis. 
 
          22               Consequently, it really doesn't matter 
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           1     where your duty station is. 
 
           2               MR. LEVY:  Ron, that was one of the 
 
           3     things that we put in place because we are trying 
 
           4     to deal with this issue.  The other thing is that 
 
           5     Debbie Kahn and myself, Debbie is my counterpart 
 
           6     in Trademarks on the Hoteling Program, and we 
 
           7     appeared at a hearing with OPM to try and get the 
 
           8     duty station requirement changed and we are 
 
           9     waiting to hear on that. 
 
          10               So, the answer right now I can give you 
 
          11     is stay tuned. 
 
          12               MR. STERN:  But right now because of the 
 
          13     pay issue, because there's a nationwide pay raise, 
 
          14     it is just not a problem. 
 
          15               MR. LEVY:  That's only for patent 
 
          16     examiners.  We have other people that are not 
 
          17     covered by that special pay rate and then they 
 
          18     lose their locality pay wherever it is determined. 
 
          19               The other thing is that then it becomes 
 
          20     prohibitively expensive for the agency because if 
 
          21     the person is going to come back here for a 
 
          22     meeting, then we pay all their travel and their 
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           1     time.  So, right now, that is something, as I 
 
           2     said, one thing that we are fortunate about is 
 
           3     that we have the Trademark Program to use to learn 
 
           4     a lot from what they have done. 
 
           5               MR. STERN:  So, the purpose of hoteling 
 
           6     is to make sure that when someone commutes into 
 
           7     the office they pay for the commute instead of the 
 
           8     agency paying for the commute?  That's the real 
 
           9     purpose? 
 
          10               MR. LEVY:  No.  That's your 
 
          11     interpretation, Ron. 
 
          12               MR. STERN:  Well, I'm trying to 
 
          13     understand what you just told me.  I'm not trying 
 
          14     to be argumentative.  I'm really trying to 
 
          15     understand. 
 
          16               MR. LEVY:  Okay. 
 
          17               MR. STERN:  You know, whatever the 
 
          18     answer is, it is. 
 
          19               MR. LEVY:  Ron, it becomes a cost issue 
 
          20     and in trying to look at a program, to run a 
 
          21     program effectively and economically, those are 
 
          22     things you take into consideration.  What will 
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           1     ultimately come out of it?  I can't answer you 
 
           2     that.  We are trying to get the rules changed from 
 
           3     OPM. 
 
           4               The other answer is that Trademarks has 
 
           5     a 50- mile limitation.  They have some variation 
 
           6     in that.  We don't want to be in a situation where 
 
           7     we tell any of our employees where to live.  Right 
 
           8     now a lot of them have an hour and a half or two 
 
           9     hour commute. 
 
          10               The other thing to me that's more 
 
          11     significant is, and may then eventually get to 
 
          12     what you are saying and where we want to go is 
 
          13     that in hiring 1,000 new examiners a year for the 
 
          14     next umpteen years and retaining those people, 
 
          15     getting them to move to the Metropolitan 
 
          16     Washington area where the housing prices have gone 
 
          17     right through the roof, we're not going to be 
 
          18     effective. 
 
          19               What we need to do in the long term is 
 
          20     certainly go after markets that we would bring 
 
          21     them here in that situation, pay for them, put 
 
          22     them up and train them for eight or nine months 
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           1     and then ship them back to Ohio or Wisconsin or 
 
           2     something like that. 
 
           3               We have plans for the future, but right 
 
           4     now this is where we are going.  There are a lot 
 
           5     of GSA and OPM limitations that we have to find 
 
           6     our way around.  You notice that we got the 
 
           7     special pay rate change.  It wasn't by accident, 
 
           8     because our issue is not what we pay the people. 
 
           9     It would make it much more beneficial for us to be 
 
          10     able to go after people in job markets. 
 
          11               MR. STERN:  Actually, the initial 
 
          12     concern on the question was simply that you could 
 
          13     save even more money by just having people work 
 
          14     from home, period and forget about all the 
 
          15     hoteling aspects of it and the whole reservation. 
 
          16               If they have to come in for a meeting, 
 
          17     they come in for a meeting.  But other than that, 
 
          18     they just work from home, which is fine.  You 
 
          19     know, it's called keep it simple. 
 
          20               MR. LEVY:  Ron, I don't disagree with 
 
          21     you on that, but right now we have a 200-year 
 
          22     culture of seeing the whites of everyone's eyes 
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           1     and we still have that need for that. 
 
           2               I see it as an evolutionary process.  In 
 
           3     watching what Trademarks has done, that's exactly 
 
           4     the situation. 
 
           5               MR. CALLAHAN:  What I'd like to do now, 
 
           6     just to show you some of the tools I was working 
 
           7     with, one is, the first one I'd like to show you 
 
           8     is what we are calling our remote access or in 
 
           9     this case it's actually part of the XP operating 
 
          10     system to remove the desktop protocol. 
 
          11               This last part, if I was at home I would 
 
          12     use the conductivity software to establish a BPM, 
 
          13     which is the encrypted software that would get me 
 
          14     in through the firewall.  Once I'm on the 
 
          15     firewall, I'm connected to our IT systems. 
 
          16               What I would do is I would ask the 
 
          17     computer to look for my work station.  My office 
 
          18     is over in Jefferson on the 4th floor.  So, it 
 
          19     just located that work station on the network and 
 
          20     it goes right to my sign-in screen.  So I would 
 
          21     log in to my computer. 
 
          22               When we say that our goal is to supply 
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           1     the examiners, the participants, all the tools 
 
           2     that they have available at their desktop, but 
 
           3     what the remote desktop does is it actually 
 
           4     connects you right to your desktop, your work 
 
           5     station. 
 
           6               What happens is the computer laptop that 
 
           7     you are working on actually becomes sort of a 
 
           8     dummy terminal.  So all the video mouse and 
 
           9     keyboard that you are doing here is actually 
 
          10     working off the computer that you are accessing. 
 
          11     I apologize, we had some network problems that 
 
          12     kicked me off. 
 
          13               MR. NYDEGGER:  In the hoteling concept, 
 
          14     Tim, it looks like you have several examiners 
 
          15     sharing the same space on campus.  Do they each 
 
          16     have a different separate work station or how does 
 
          17     that work? 
 
          18               MR. CALLAHAN:  Well, the solution we are 
 
          19     pursuing is that everyone would have what they 
 
          20     call a generic, what they call a roaming profile, 
 
          21     so that any employee can go on to any computer and 
 
          22     log on and have all their information there. 
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           1               So, we are in the process of developing 
 
           2     that.  The computer that's in the work station, I 
 
           3     mean when you sign in it's your information and 
 
           4     when I sign in it's my information.  So, they will 
 
           5     be sharing. 
 
           6               MS. FAINT:  First of all, I think the 
 
           7     answer as far as physical space is they all reside 
 
           8     on a server.  They don't reside on an individual 
 
           9     computer. 
 
          10               MR. CALLAHAN:  Correct.  That's the idea 
 
          11     behind roaming profiles, that the information that 
 
          12     we now have on our individual computers is moved 
 
          13     up onto the network.  So, as long as you are on 
 
          14     the computer and hooked to that network, you have 
 
          15     access to all your information. 
 
          16               MR. STERN:  It sounds like it's like 
 
          17     having an account at Yahoo.  They do it for 
 
          18     millions. 
 
          19               MR. CALLAHAN:  Again, any tool you have 
 
          20     available at your desktop when you are in this 
 
          21     type of session where you're remote access, you 
 
          22     have access to that there. 
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           1               The other piece that I wanted to show 
 
           2     you is a collaboration tool.  The address for the 
 
           3     collaboration tool is on my desktop, which I 
 
           4     cannot get to. 
 
           5                    (Discussion off the record) 
 
           6               MR. STERN:  While you are doing that, 
 
           7     could I just ask one question?  We were told 
 
           8     earlier that in '05 the agency spent $8 million on 
 
           9     the Patents hoteling program, trying to develop 
 
          10     stuff. 
 
          11               Could you tell us what that $8 million 
 
          12     was spent on? 
 
          13               MR. LEVY:  Ron, I don't have the numbers 
 
          14     in front of me now to tell you what it was spent 
 
          15     on or what it was going to be spent on. 
 
          16               MR. STERN:  Just roughly, I mean what 
 
          17     are the big items that you spent money on on the 
 
          18     Patent hoteling program because that seems like a 
 
          19     very large amount of money. 
 
          20               MR. LEVY:  It is a large amount of 
 
          21     money, but it's also money, but it's also money to 
 
          22     be what we tried to do because of the continuing 
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           1     resolution, which is pre- obligate, pre-spend '05 
 
           2     funds. 
 
           3               So, it's pretty much money that we are 
 
           4     going to be buying equipment and stuff for and 
 
           5     contracts for '06. 
 
           6                    (Discussion off the record) 
 
           7               SPEAKER:  (off mike) 
 
           8               MR. LEVY:  I don't know percentage.  I 
 
           9     can give you numbers.  There's approximately 
 
          10     slightly over 1,000 primary examiners and over 300 
 
          11     managers.  But the managers have a little 
 
          12     different program.  We give them a bank of hours 
 
          13     because right now they are not able to work 
 
          14     regularly. 
 
          15               But with the tools that we are giving 
 
          16     them now, it allows them to do a lot more, 
 
          17     especially since by going over to the image file 
 
          18     wrapper system it means that now we have full 
 
          19     access to all patent applications and ten people 
 
          20     could be looking at the same application. 
 
          21               The problem when you work with paper is 
 
          22     that someone remote is not working off the same 
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           1     page.  So, two people can review a document for 
 
           2     editing correction and things like that and both 
 
           3     parties can make changes on it. 
 
           4               MS. NORTON:  (off mike) 
 
           5               MR. LEVY:  The main savings comes from 
 
           6     the multi-use of the same real estate.  I've read 
 
           7     all sorts of articles and everything like that. 
 
           8     They talk about better efficiency and all.  But 
 
           9     when it comes down to it, the savings and once 
 
          10     again Trademarks, they have significantly cut down 
 
          11     on the amount of office space that they require. 
 
          12               The big issue is that to commute in this 
 
          13     area has gotten so back that to keep people, to 
 
          14     retain people -- 
 
          15               MS. NORTON:  And the expense of 
 
          16     commuting. 
 
          17               MR. LEVY:  And it's expensive. 
 
          18               MR. DOLL:  One of the things that we 
 
          19     heard from some of the juniors is "I can't afford 
 
          20     to buy a house anywhere close to here.  And I 
 
          21     don't want to drive 50 miles one way." 
 
          22               But if you give them this ability and 
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           1     they only have to come to work once a week or not 
 
           2     even once a week, then they can buy a house in 
 
           3     Winchester or Annapolis or on the Eastern Shore or 
 
           4     Indiana. 
 
           5               MR. LEVY:  That's why what we are 
 
           6     looking at is upskilling the users so that they 
 
           7     can perform basic computer diagnostics; not 
 
           8     turning them into geeks that we have to take their 
 
           9     glasses and put tape on them and tape them 
 
          10     together. 
 
          11               Actually, what we did was we did a study 
 
          12     of Trademarks and what their common help desk 
 
          13     calls were.  Being a techie and seeing what the 
 
          14     common things were, it's an eye opener.  So, we've 
 
          15     tried to and so far we think that's the way to go 
 
          16     to train the people so that they can do the basic 
 
          17     diagnostics and eliminate 85 percent of the calls, 
 
          18     because my goal has been not to tell people where 
 
          19     they have to live. 
 
          20               If we have to provide technical support, 
 
          21     then there's going to be a limit of where they are 
 
          22     going to be located. 
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           1               This way, in giving them a laptop, 
 
           2     there's a number of things that we're doing, but 
 
           3     with the laptop, they can come in.  If it's the 
 
           4     printer or the monitor or I basically talk about 
 
           5     what's call the Dell model.  Dell ships everything 
 
           6     to your home.  If you've got a problem, they will 
 
           7     overnight ship you a replacement printer or 
 
           8     replacement monitor. 
 
           9               So those are the types of things that we 
 
          10     have been piloting and seeing how effectively it 
 
          11     can work.  So far it has indicated that certainly 
 
          12     that's the way to go. 
 
          13               You know, you have these computer 
 
          14     companies out there that have been able to get the 
 
          15     whole nation or worldwide sell computers and get 
 
          16     people who know nothing about computers.  The 
 
          17     cables are color-coded.  The connectors are color 
 
          18     coded.  You follow the graphics and you are set 
 
          19     up. 
 
          20               MR. DOLL:  The telework program is also 
 
          21     an opportunity for the office to tap into a 
 
          22     workforce that we really haven't looked at before. 
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           1     If you have the ability to take the training 
 
           2     academy idea and if that actually works where you 
 
           3     can move people not only from writing final office 
 
           4     actions to maybe ultimately graduating primary 
 
           5     examiners, you can do these around the United 
 
           6     States, whether it's Cincinnati where there's a 
 
           7     lot of organic chemists or east or west of the 
 
           8     Rockies where they have a large number of 
 
           9     electrical engineers or software engineers, where 
 
          10     you could actually have people. 
 
          11               Rick and I were just talking.  When I 
 
          12     was in California recently I ran into a PhD. 
 
          13     organic chemist, 20 years on the bench.  He went 
 
          14     back to law school, ten years in a law firm.  Now 
 
          15     he wants to retire but you either work full-time 
 
          16     or you don't work at all. 
 
          17               What would be great if we could hire him 
 
          18     and he could work 20, 25 hours a week from 
 
          19     California.  He's got the PhD. bench experience. 
 
          20     He had a J.D.  It wouldn't take a whole lot to 
 
          21     bring him up to speed and then let him work from 
 
          22     California with these tools. 
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           1               There are people like that all around 
 
           2     the country, I think, lawyers who are tired of 
 
           3     working the 80- hour weeks who might be willing to 
 
           4     work 35 hours a week.  It would be a vacation. 
 
           5               So, that's a pool of job applicants that 
 
           6     we really need to look at as potential as maybe 
 
           7     solving some of our problems and whether or not it 
 
           8     would be in a remote office where we actually had 
 
           9     a physical location where everybody went everyday 
 
          10     or whether they sat at home and did it from their 
 
          11     home.  It's just another option. 
 
          12               Peggy and I need to look at every 
 
          13     possible option of getting highly talented, 
 
          14     skilled people to do the job.  But when you look 
 
          15     ahead though you have to somehow look at the 
 
          16     office and say, do I really want 8,000 patent 
 
          17     examiners spread all over America? 
 
          18               I'm actually going to Bermuda which is 
 
          19     the server in Massachusetts somewhere. 
 
          20               MR. LEVY:  It can only be the 
 
          21     continental United States. 
 
          22               MR. DOLL:  But how do you control that 
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           1     many people?  The biggest complaint we have a lot 
 
           2     of times is consistency of practice.  Even within 
 
           3     a group, even within our art unit, you have this 
 
           4     difference in consistency.  How do you control 
 
           5     that?  How does Peggy control that when she has 50 
 
           6     group directors and 8,000 examiners spread all 
 
           7     over the country? 
 
           8               That's a whole new challenge, so you 
 
           9     need to look at that.  You have heard us talk 
 
          10     about some of the efficiency gains we are talking 
 
          11     about and driving down the number of filings 
 
          12     through capability reports, the examining 
 
          13     efficiency gains. 
 
          14               So, it's sort of a balance on what's the 
 
          15     best place for the patent office to be, lean and 
 
          16     efficient, or 8,000 patent examiners with 600,000 
 
          17     applications being filed every year and we are 
 
          18     staying current. 
 
          19               But a lot of this depends on the 
 
          20     training academy.  It's such an interesting 
 
          21     concept, that there's so many ways that this might 
 
          22     not work.  We have to make it work because it 
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           1     really is our future.  We just don't have enough 
 
           2     primary examiners, senior examiners to train that 
 
           3     many people. 
 
           4               If the Patent Academy doesn't work, we 
 
           5     are in big trouble.  This is something we have to 
 
           6     make work and we have to graduate them with a 
 
           7     level of skill where they can do a final. 
 
           8               MR. CALLAHAN:  I apologize for some of 
 
           9     the difficulties in the remote desktop.  One of 
 
          10     the things I did want to demonstrate was our 
 
          11     collaborative tools.  This is a little demo.  It's 
 
          12     a tool from MacroMedia.  It's called Breeze.  I'm 
 
          13     going to try to run a short demo here just to show 
 
          14     you some of the functionality of some of the 
 
          15     collaboration tools that we are looking at. 
 
          16     (Indicating) 
 
          17               That last part where the users can 
 
          18     collaborate is the part that we are going to try 
 
          19     to do a live demo on here. 
 
          20               What we did with the Breeze software is 
 
          21     you can actually set up meetings and that meeting 
 
          22     can be set aside so, for example, maybe an art 
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           1     unit or supervisor or director may have a 
 
           2     pre-assigned meeting space set up and would tell 
 
           3     his employees, let's go and have a collaboration 
 
           4     session. 
 
           5               Let me log in here.  I've asked Will 
 
           6     Grant, who's a supervisor to be available so that 
 
           7     we can do a little collaboration demo.  Here I 
 
           8     have a meeting set up, so I'll go ahead and enter 
 
           9     the meeting room.  So here's our meeting room. 
 
          10               I see that Will is already here.  You 
 
          11     can see by his name there.  First I'm going to 
 
          12     turn on my camera.  Next I will upgrade Will from 
 
          13     a participant to an actually presenter.  That will 
 
          14     enable him also to turn on his camera.  There he 
 
          15     is.  So Will is actually located in Randolph, down 
 
          16     the way. 
 
          17               Can you hear us, Will? 
 
          18               MR. GRANT:  Yes, sir.  Can you hear me? 
 
          19               MR. CALLAHAN:  Yes, I can.  Now, I will 
 
          20     ask Will to share a document with me, just to do 
 
          21     some collaborating with me here.  Best laid plans. 
 
          22     It's not working very well today.  Will, can you 
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           1     hear us? 
 
           2               MR. GRANT:  Yes.  Can you hear me? 
 
           3               MR. CALLAHAN:  Can you share a document 
 
           4     with me so we can show a little collaboration 
 
           5     demo?  Let me switch to sharing.  So, go ahead and 
 
           6     share something with us, Will. 
 
           7               What Will has shared with us here is a 
 
           8     document. 
 
           9               MR. GRANT:  If I ask -- I'm losing you. 
 
          10               MR. CALLAHAN:  Can you share with me in 
 
          11     collaborative space?  There you go. 
 
          12               MR. GRANT:  This is a Word document 
 
          13     where I was attempting to map some information on 
 
          14     the training manual to these sites. 
 
          15               MR. CALLAHAN:  So, with Will on Campus 
 
          16     and myself here remotely accessed, I can view what 
 
          17     Will has sent me and then I can request control. 
 
          18               MR. GRANT:  Okay.  I'm going to pause my 
 
          19     video from here. 
 
          20               MR. CALLAHAN:  Now I can control the 
 
          21     document as it refreshes.  What I can do inside 
 
          22     this document is I can go ahead and I can edit if 
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           1     I saw problems or whatever.  So, we have the 
 
           2     ability to edit, to share a document.  He's 
 
           3     sharing his desktop with me.  I'm editing. 
 
           4               Can you see that.  Thanks, Will, for 
 
           5     collaborating with us. 
 
           6               MR. GRANT:  No problem. 
 
           7               MR. CALLAHAN:  What we demonstrated is 
 
           8     that someone remotely located and that would be 
 
           9     just a laptop, can collaborate with a person on 
 
          10     the campus IT system.  We were able to share a 
 
          11     document.  We were able to see each other, talk to 
 
          12     each other.  I was able to request control type 
 
          13     and made comments in the document. 
 
          14               The same thing could happen.  I could 
 
          15     share the document with him and he could share the 
 
          16     document with me. 
 
          17               MR. DOLL:  And the example that we are 
 
          18     actually trying to get to is like an office action 
 
          19     where you've got a primary examiner and a junior 
 
          20     examiner and you're reviewing that junior 
 
          21     examiner's office action, making corrections and 
 
          22     talking about that. 
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           1               Why did he shut off his video camera? 
 
           2               MR. CALLAHAN:  One of the things we 
 
           3     found, and this is in talking to the MacroMedia 
 
           4     people was that in the act of sharing, when you 
 
           5     are actually dragging the document from your 
 
           6     desktop and sharing it across the bandwidth to me, 
 
           7     it's best to just pause the video just so you have 
 
           8     that extra bandwidth. 
 
           9               You still have the audio.  You still 
 
          10     have your picture there.  Once the document 
 
          11     actually comes up and you can see it, then you 
 
          12     turn on your video again and it's interactive.  It 
 
          13     was just to save bandwidth so that we could get 
 
          14     the document. 
 
          15               MR. DOLL:  I guess that's something we 
 
          16     need to decide, whether or not you need that 
 
          17     visual contact to read the body language or 
 
          18     whether or not just talking over a phone line and 
 
          19     looking at the document would be sufficient to do 
 
          20     the training. 
 
          21               MR. GULBRANDSON:  We have been sort of 
 
          22     pursuing, we are coming up with all these 
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           1     collaborative tools and giving a lot of 
 
           2     functionality to people and then how they actually 
 
           3     use them as the real test. 
 
           4               MR. LEVY:  I mean what we are trying to 
 
           5     do is identify as many electronic tools put under 
 
           6     a broad category called collaborative, that then 
 
           7     the users will be testing out and ultimately 
 
           8     decide which is the best way to do it, but 
 
           9     certainly having everything in electronic form 
 
          10     such as the IFW, it allows two people to look at 
 
          11     the same document at the same time. 
 
          12               You know, part of our problem is that we 
 
          13     are a 100-year old agency that has grown up all in 
 
          14     the same area.  We do not have experience working 
 
          15     with remote organizations. 
 
          16               We've gone around and talked to the 
 
          17     State Department and a number of other different 
 
          18     agencies.  The State Department, they have 
 
          19     embassies worldwide.  They do this all the time. 
 
          20     They are used to doing this.  Tens of thousands of 
 
          21     their professional work force is, as Ron would 
 
          22     say, totally tele-working.  They do not have an 
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           1     office. 
 
           2               All their training from a brand new 
 
           3     employee to an experienced employee is all done on 
 
           4     line.  The AT&T ones are actually in the United 
 
           5     States. 
 
           6               MR. DOLL:  Are we hitting the wall of 
 
           7     bandwidth?  Is that why the video, when you are 
 
           8     dragging documents across the internet -- 
 
           9               MR. LEVY:  We're trying to learn which 
 
          10     is the most efficient way.  MacroMedia Breeze is 
 
          11     one tool that we are looking at that gives us 
 
          12     this.  There are several others.  We're trying to 
 
          13     see which is the easiest to use, which gives us 
 
          14     the best experience and environment. 
 
          15               We're looking at internet telephone 
 
          16     also, so they are really doing a hands-free 
 
          17     discussion. 
 
          18               MS. FAINT:  I am a work-at-home examiner 
 
          19     and I would just point out there are other, I 
 
          20     think, simpler tools that are maybe already in use 
 
          21     that the PTO does not use.  For instance, Instant 
 
          22     Messaging is broadly used in practically every 
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           1     industry, but we don't use it.  If we did use it, 
 
           2     this issue of consistency among examiners, I 
 
           3     think, would be addressed more effectively and 
 
           4     simply and cheaply. 
 
           5               MR. LEVY:  Kat, we are absolutely 
 
           6     looking at Instant Messaging for this.  All of 
 
           7     that goes into, as I said, collaboration tools.  I 
 
           8     have no idea whether we need to have the video or 
 
           9     not, but since there seems to be this tremendous 
 
          10     need that people see someone, the whites of their 
 
          11     eyes, as they keep saying, we're going to put it 
 
          12     out there, give them as many tools as possible and 
 
          13     determine what happens. 
 
          14               But we definitely have included Instant 
 
          15     Messaging and a whole range of other tools out 
 
          16     there.  This is where if you start looking out at 
 
          17     the companies that are out there, they are out 
 
          18     there developing these tools in integrated 
 
          19     packages, which means that they believe there is a 
 
          20     market for it. 
 
          21               MR. NYDEGGER:  Does anyone have any 
 
          22     other questions for Stew at this point?  I think 
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           1     this has been fascinating.  It has certainly given 
 
           2     me a greater insight into what's involved and what 
 
           3     direction this is heading and some of the 
 
           4     potential that it holds down the road. 
 
           5               We had anticipated that this meeting 
 
           6     would conclude with any questions and answers from 
 
           7     public participants as well as PPAC members.  Do 
 
           8     any of our public folks have questions that they 
 
           9     want to ask or comments? 
 
          10               Okay, if not, I appreciate your 
 
          11     attendance again today and we especially want to 
 
          12     express our gratitude to the U.S. Patent and 
 
          13     Trademark Office folks for, as always, their 
 
          14     preparation and sharing with us the information 
 
          15     that they have given to us today. 
 
          16               Commissioner did you want to make some 
 
          17     final comments? 
 
          18               MR. DOLL:  Again, I apologize for having 
 
          19     to miss most of the meeting, but I hope I can talk 
 
          20     with everybody.  If there is something special 
 
          21     that you would like to do for the next meeting, 
 
          22     something special that you would like to see. 
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           1               But more importantly than us coming in 
 
           2     every week and putting on a dog and pony show, we 
 
           3     really are interested in you being an advisory 
 
           4     committee.  We really need to hear from you about 
 
           5     what we should do, what we can do. 
 
           6               We are coming out with some new rules 
 
           7     packages and we really need all the input we can 
 
           8     get from every possible place as to what's the 
 
           9     right thing to do.  Where can we gain the best 
 
          10     efficiency?  Where can we actually learn to handle 
 
          11     600,000 filings a year? 
 
          12               So, we are really looking to you for 
 
          13     advice on that.  So, any information you have on 
 
          14     that, we would really appreciate it. 
 
          15               Other than that, thank you. 
 
          16               MR. NYDEGGER:  Thank you.  With that 
 
          17     then I'll declare the public session adjourned. 
 
          18     Thank you very much. 
 
          19                    (Whereupon, at 3:40 p.m., the 
 
          20                    PROCEEDINGS were adjourned.) 
 
          21 
 
          22 
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